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UNITED STATES DISTRICT COURT FOR THE 

SOUTHERN DISTRICT OF FLORIDA 

 
Case No. _________________ 

 
FIFTY-SIX HOPE ROAD MUSIC LIMITED, 
 

Plaintiff, 
v. 
 
SANDAL FACTORY, INC., 
 

Defendant. 
_______________________________________/ 
 
 
PLAINTIFF’S APPLICATION TO THE CLERK OF COURT TO ISSUE SUBPOENAS 

COMMANDING APPEARANCE AND TESTIMONY OF WITNESSES IN A CASE 

PENDING BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD; 

DECLARATION OF PAUL A. BOST  

 
Plaintiff Fifty-Six Hope Road Music Limited (“Plaintiff”) hereby applies to the clerk of 

this Court to issue subpoenas commanding the appearance and testimony of the following 

witnesses to Case No. 91-212582 pending between Plaintiff and Defendant Sandal Factory, Inc. 

(“Defendant”) before the Trademark Trial and Appeal Board (“Board”) of the U.S. Patent & 

Trademark Office (“PTO”): 

1. Sandal Factory, Inc., 102411 Overseas Hwy, Key Largo, FL 33037 

2. Shawn Tolley, 102411 Overseas Hwy, Key Largo, FL 33037 

3. John Cioffi, 102411 Overseas Hwy, Key Largo, FL 33037 

The proposed subpoenas are appended hereto as Exhibit A. 

On September 11, 2013, Plaintiff instituted a proceeding against Defendant before the 

Board opposing registration of Defendant’s application to register the trademark GNARLY 

MARLEY’S (Ser. No. 85/760,798.)  (Bost Decl. ¶ 3, Ex. B.)  On July 11, 2014, Plaintiff timely 

served Defendant with Plaintiff’s pre-trial disclosures identifying the witnesses whose testimony 
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deposition Plaintiff intends to take during its 30-day trial period.1  (Bost Decl. ¶ 4, Ex. C.)  The 

proceeding is currently suspended by order of the Board to allow Plaintiff “time to secure 

subpoenas from the United States district court” compelling the testimony deposition.  (Bost 

Decl. ¶ 5, Ex. D.) 

In Board proceedings, the testimony deposition of adverse witnesses may be secured by 

subpoena.  See TBMP § 703.01(f)(2) (“If a party wishes to take the trial testimony of an adverse 

party or nonparty (or an official or employee of an adverse party or nonparty) residing in the 

United States, and the proposed witness is not willing to appear voluntarily to testify, the party 

wishing to take the testimony must secure the attendance of the witness by subpoena . . . The 

subpoena must be issued, pursuant to 35 U.S.C. § 24 and Fed R.Civ.P. 45, from the United States 

district court in the federal judicial district where the witness resides or is regularly employed.”) 

35 U.S.C. § 24 states that the “[t]he clerk of any United States court for the district wherein 

testimony is to be taken for use in any contested case in the [PTO], shall, upon the application of 

any party thereto, issue a subpoena for any witness residing or being within such district, 

commanding him to appear and testify before an officer in such district authorized to take 

depositions and affidavits, at the time and place stated in the subpoena.” 

The three witnesses at issue – Defendant, Mr. Tolley, and Mr. Cioffi – all reside within 

this District, and the location set for their deposition – United Reporting, 66 West Flagler Street, 

7th Floor, Miami, FL 33130 – is “within 100 miles of where [each] person resides, is employed, 

or regularly transacts business in person.”  Fed.R.Civ.P. 45(c)(1)(A). 

                                                 
1  In contested proceedings before the Board, trial testimony is taken by means of a 
testimony deposition.  See Trademark Trial and Appeal Board Manual of Procedure 2014 
(“TBMP”) § 703.01(a) (“A testimony deposition is a device used by a party to a Board inter 
partes proceeding to present evidence in support of its case.  Testimony is taken out of the 
presence of the Board, on oral examination or written questions, and the written transcripts 
thereof, together with any exhibits thereto, are then submitted to the Board.”)   
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Plaintiff’s application is based on the foregoing, the attached declaration of Paul A. Bost 

and the exhibits attached thereto, the record of the proceedings between Plaintiff and Defendant 

pending before the Board, and any other submissions or filings requested by the Court. 

 
 
 
 
 
Dated: February 06, 2015 

Respectfully submitted, 

HERMELEE LAW, PL 
 
 
By:  /s/ Bruce Hermelee 

Bruce Hermelee 
bhermelee@hermeleelaw.com 

Florida Bar No. 133894 
Ross Dylan Hermelee 
rdhermelee@hermeleelaw.com 

Florida Bar No. 0102656 
Hermelee Law, P.L. 

2100 Coral Way, Suite 303 
Miami, FL 33145 
Telephone: (305) 748-6146 

 
Attorneys for Plaintiff 

Fifty-Six Hope Road Music Limited 

 
  
Co-Counsel 
Jill Pietrini 
jpietrini@smrh.com 
Paul Bost 
pbost@smrh.com 
SHEPPARD MULLIN RICHTER & HAMPTON, LLP 
1901 Avenue of the Stars, Suite 1600 
Los Angeles, CA 90067 
Telephone: (310) 228-3700 
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DECLARATION OF PAUL A. BOST 
 

I, Paul A. Bost, declare as follows: 

1. I am over 18 and have personal knowledge of all the facts set forth herein.  I am 

an associate with SHEPPARD, MULLIN, RICHTER & HAMPTON LLP, attorneys of record 

for Plaintiff in its proceeding against Defendant pending before the Board.  If called as a witness, 

I could and would competently testify to all facts within my personal knowledge.  This 

declaration is submitted in support of Plaintiff’s Application To The Clerk Of Court To Issue 

Subpoenas Commanding Appearance And Testimony Of Witnesses In A Case Pending Before 

The Trademark Trial And Appeal Board. 

2. Attached hereto as Exhibit A are the proposed subpoenas for the Clerk of Court’s 

signature and issuance compelling the deposition of Defendant, Shawn Tolley, and John Cioffi in 

the Board proceeding. 

3. On September 11, 2013, Plaintiff instituted a proceeding against Defendant before 

the Board opposing registration of Defendant’s application to register the trademark GNARLY 

MARLEY’S (Ser. No. 85/760,798.)  A true and correct copy of Plaintiff’s notice of opposition is 

attached hereto as Exhibit B.   

4. On July 11, 2014, Plaintiff timely served Defendant with Plaintiff’s pre-trial 

disclosures identifying the witnesses whose testimony deposition Plaintiff intends to take during 

its 30-day trial period.  A true and correct copy of Plaintiff’s pre-trial disclosures is attached 

hereto as Exhibit C.   

5. On January 21, 2015, counsel for Defendant in the Board proceeding, Francisco 

Ferreiro, and I participated in a telephonic hearing with the interlocutory attorney assigned to the 

Board proceeding regarding Defendant’s motion to extend deadlines in the Board proceeding and 

compel Defendant’s supplementation of its initial disclosures to identify the addresses for  
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AO 88A  (Rev. 02/14) Subpoena to Testify at a Deposition in a Civil Action 

UNITED STATES DISTRICT COURT
for the

__________ District of __________

)
)
)
)
)
)

Plaintiff

v. Civil Action No.

Defendant

SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION

To:

(Name of person to whom this subpoena is directed)

’ Testimony: YOU ARE COMMANDED to appear at the time, date, and place set forth below to testify at a 
deposition to be taken in this civil action.  If you are an organization, you must designate one or more officers, directors,
or managing agents, or designate other persons who consent to testify on your behalf about the following matters, or
those set forth in an attachment:

Place: Date and Time:

The deposition will be recorded by this method:

’ Production:  You, or your representatives, must also bring with you to the deposition the following documents, 
electronically stored information, or objects, and must permit inspection, copying, testing, or sampling of the
material:

The following provisions of Fed. R. Civ. P. 45 are attached – Rule 45(c), relating to the place of compliance;
Rule 45(d), relating to your protection as a person subject to a subpoena; and Rule 45(e) and (g), relating to your duty to
respond to this subpoena and the potential consequences of not doing so.

Date:
CLERK OF COURT

OR

Signature of Clerk or Deputy Clerk Attorney’s signature

The name, address, e-mail address, and telephone number of the attorney representing (name of party)

, who issues or requests this subpoena, are:

Notice to the person who issues or requests this subpoena

If this subpoena commands the production of documents, electronically stored information, or tangible things before
trial, a notice and a copy of the subpoena must be served on each party in this case before it is served on the person to
whom it is directed. Fed. R. Civ. P. 45(a)(4).

         Southern District of Florida

Fifty-Six Hope Road Music Limited

Sandal Factory, Inc.

John Cioffi, 102411 Overseas Hwy, Key Largo, FL 33037

✔

United Reporting
66 West Flagler Street - 7th Floor
Miami, FL 33130

04/24/2015 9:30 am

Opposer Fifty-Six Hope Road Music Limited

Bruce Hermelee, Esq., 2100 Coral Way, #303, Miami, FL 33145, (305) 748-6146, bhermelee@hermeleelaw.com
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Civil Action No.

PROOF OF SERVICE

(This section should not be filed with the court unless required by Fed. R. Civ. P. 45.)

I received this subpoena for (name of individual and title, if any)

on (date) .

’ I served the subpoena by delivering a copy to the named individual as follows:

on (date) ; or

’ I returned the subpoena unexecuted because:

.

Unless the subpoena was issued on behalf of the United States, or one of its officers or agents, I have also

tendered to the witness the fees for one day’s attendance, and the mileage allowed by law, in the amount of

$ .

My fees are $ for travel and $ for services, for a total of $ .

I declare under penalty of perjury that this information is true.

Date:
Server’s signature

Printed name and title

Server’s address

Additional information regarding attempted service, etc.:

0.00
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Federal Rule of Civil Procedure 45 (c), (d), (e), and (g) (Effective 12/1/13)

(c) Place of Compliance.

  (1) For a Trial, Hearing, or Deposition. A subpoena may command a
person to attend a trial, hearing, or deposition only as follows:
    (A) within 100 miles of where the person resides, is employed, or
regularly transacts business in person; or
    (B) within the state where the person resides, is employed, or regularly
transacts business in person, if the person
        (i) is a party or a party’s officer; or
        (ii) is commanded to attend a trial and would not incur substantial
expense.

  (2) For Other Discovery. A subpoena may command:
    (A) production of documents, electronically stored information, or
tangible things at a place within 100 miles of where the person resides, is
employed, or regularly transacts business in person; and
    (B) inspection of premises at the premises to be inspected.

(d) Protecting a Person Subject to a Subpoena; Enforcement.

  (1) Avoiding Undue Burden or Expense; Sanctions. A party or attorney
responsible for issuing and serving a subpoena must take reasonable steps
to avoid imposing undue burden or expense on a person subject to the
subpoena. The court for the district where compliance is required must
enforce this duty and impose an appropriate sanction—which may include
lost earnings and reasonable attorney’s fees—on a party or attorney who
fails to comply.

  (2) Command to Produce Materials or Permit Inspection.
(A) Appearance Not Required. A person commanded to produce

documents, electronically stored information, or tangible things, or to
permit the inspection of premises, need not appear in person at the place of
production or inspection unless also commanded to appear for a deposition,
hearing, or trial.

(B) Objections. A person commanded to produce documents or tangible
things or to permit inspection may serve on the party or attorney designated
in the subpoena a written objection to inspecting, copying, testing, or
sampling any or all of the materials or to inspecting the premises—or to
producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for
compliance or 14 days after the subpoena is served. If an objection is made,
the following rules apply:

(i) At any time, on notice to the commanded person, the serving party
may move the court for the district where compliance is required for an
order compelling production or inspection.

  (ii) These acts may be required only as directed in the order, and the
order must protect a person who is neither a party nor a party’s officer from
significant expense resulting from compliance.

  (3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the court for the district where
compliance is required must quash or modify a subpoena that:

        (i) fails to allow a reasonable time to comply;
(ii) requires a person to comply beyond the geographical limits

specified in Rule 45(c);
(iii) requires disclosure of privileged or other protected matter, if no

exception or waiver applies; or
(iv) subjects a person to undue burden.

(B) When Permitted. To protect a person subject to or affected by a
subpoena, the court for the district where compliance is required may, on
motion, quash or modify the subpoena if it requires:

(i) disclosing a trade secret or other confidential research, development,
or commercial information; or

(ii) disclosing an unretained expert’s opinion or information that does
not describe specific occurrences in dispute and results from the expert’s
study that was not requested by a party.

(C) Specifying Conditions as an Alternative. In the circumstances
described in Rule 45(d)(3)(B), the court may, instead of quashing or
modifying a subpoena, order appearance or production under specified
conditions if the serving party:

(i) shows a substantial need for the testimony or material that cannot be
otherwise met without undue hardship; and

(ii) ensures that the subpoenaed person will be reasonably compensated.

(e) Duties in Responding to a Subpoena.

  (1) Producing Documents or Electronically Stored Information. These
procedures apply to producing documents or electronically stored
information:

(A) Documents. A person responding to a subpoena to produce documents
must produce them as they are kept in the ordinary course of business or
must organize and label them to correspond to the categories in the demand.

(B) Form for Producing Electronically Stored Information Not Specified.
If a subpoena does not specify a form for producing electronically stored
information, the person responding must produce it in a form or forms in
which it is ordinarily maintained or in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One Form. The
person responding need not produce the same electronically stored
information in more than one form.

(D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored information
from sources that the person identifies as not reasonably accessible because
of undue burden or cost. On motion to compel discovery or for a protective
order, the person responding must show that the information is not
reasonably accessible because of undue burden or cost. If that showing is
made, the court may nonetheless order discovery from such sources if the
requesting party shows good cause, considering the limitations of Rule
26(b)(2)(C). The court may specify conditions for the discovery.

(2) Claiming Privilege or Protection.
(A) Information Withheld. A person withholding subpoenaed information

under a claim that it is privileged or subject to protection as trial-preparation
material must:

(i) expressly make the claim; and
(ii) describe the nature of the withheld documents, communications, or

tangible things in a manner that, without revealing information itself
privileged or protected, will enable the parties to assess the claim.
(B) Information Produced. If information produced in response to a

subpoena is subject to a claim of privilege or of protection as
trial-preparation material, the person making the claim may notify any party
that received the information of the claim and the basis for it. After being
notified, a party must promptly return, sequester, or destroy the specified
information and any copies it has; must not use or disclose the information
until the claim is resolved; must take reasonable steps to retrieve the
information if the party disclosed it before being notified; and may promptly
present the information under seal to the court for the district where
compliance is required for a determination of the claim. The person who
produced the information must preserve the information until the claim is
resolved.

(g) Contempt.
The court for the district where compliance is required—and also, after a
motion is transferred, the issuing court—may hold in contempt a person
who, having been served, fails without adequate excuse to obey the
subpoena or an order related to it.

For access to subpoena materials, see Fed. R. Civ. P. 45(a) Committee Note (2013).
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UNITED STATES DISTRICT COURT
for the

__________ District of __________

)
)
)
)
)
)

Plaintiff

v. Civil Action No.

Defendant

SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION

To:

(Name of person to whom this subpoena is directed)

’ Testimony:  YOU ARE COMMANDED to appear at the time, date, and place set forth below to testify at a 
deposition to be taken in this civil action.  If you are an organization, you must designate one or more officers, directors,
or managing agents, or designate other persons who consent to testify on your behalf about the following matters, or
those set forth in an attachment:

Place: Date and Time:

The deposition will be recorded by this method:

’ Production:  You, or your representatives, must also bring with you to the deposition the following documents, 
electronically stored information, or objects, and must permit inspection, copying, testing, or sampling of the
material:

The following provisions of Fed. R. Civ. P. 45 are attached – Rule 45(c), relating to the place of compliance;
Rule 45(d), relating to your protection as a person subject to a subpoena; and Rule 45(e) and (g), relating to your duty to
respond to this subpoena and the potential consequences of not doing so.

Date:
CLERK OF COURT

OR

Signature of Clerk or Deputy Clerk Attorney’s signature

The name, address, e-mail address, and telephone number of the attorney representing (name of party)

, who issues or requests this subpoena, are:

Notice to the person who issues or requests this subpoena

If this subpoena commands the production of documents, electronically stored information, or tangible things before
trial, a notice and a copy of the subpoena must be served on each party in this case before it is served on the person to
whom it is directed. Fed. R. Civ. P. 45(a)(4).
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         Southern District of Florida

Fifty-Six Hope Road Music Limited

 
Sandal Factory, Inc.

 
Sandal Factory, Inc., 102411 Overseas Hwy, Key Largo, FL 33037

✔

 
See attached Exhibit A.

United Reporting 
66 West Flagler Street - 7th Floor 
Miami, FL 33130

04/22/2015 9:30 am

Opposer Fifty-Six Hope Road Music Limited

Bruce Hermelee, Esq., 2100 Coral Way, #303, Miami, FL 33145, (305) 748-6146, bhermelee@hermeleelaw.com
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Civil Action No.

PROOF OF SERVICE

(This section should not be filed with the court unless required by Fed. R. Civ. P. 45.)

I received this subpoena for (name of individual and title, if any)

on (date) .

’ I served the subpoena by delivering a copy to the named individual as follows:

on (date) ; or

’ I returned the subpoena unexecuted because:

.

Unless the subpoena was issued on behalf of the United States, or one of its officers or agents, I have also

tendered to the witness the fees for one day’s attendance, and the mileage allowed by law, in the amount of

$ .

My fees are $ for travel and $ for services, for a total of $ .

I declare under penalty of perjury that this information is true.

Date:
Server’s signature

Printed name and title

Server’s address

Additional information regarding attempted service, etc.:
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Federal Rule of Civil Procedure 45 (c), (d), (e), and (g) (Effective 12/1/13)

(c) Place of Compliance.

  (1) For a Trial, Hearing, or Deposition. A subpoena may command a
person to attend a trial, hearing, or deposition only as follows:
    (A) within 100 miles of where the person resides, is employed, or
regularly transacts business in person; or
    (B) within the state where the person resides, is employed, or regularly
transacts business in person, if the person
        (i) is a party or a party’s officer; or
        (ii) is commanded to attend a trial and would not incur substantial
expense.

  (2) For Other Discovery. A subpoena may command:
    (A) production of documents, electronically stored information, or
tangible things at a place within 100 miles of where the person resides, is
employed, or regularly transacts business in person; and
    (B) inspection of premises at the premises to be inspected.

(d) Protecting a Person Subject to a Subpoena; Enforcement.

  (1) Avoiding Undue Burden or Expense; Sanctions. A party or attorney
responsible for issuing and serving a subpoena must take reasonable steps
to avoid imposing undue burden or expense on a person subject to the
subpoena. The court for the district where compliance is required must
enforce this duty and impose an appropriate sanction—which may include
lost earnings and reasonable attorney’s fees—on a party or attorney who
fails to comply.

  (2) Command to Produce Materials or Permit Inspection.
    (A) Appearance Not Required. A person commanded to produce
documents, electronically stored information, or tangible things, or to
permit the inspection of premises, need not appear in person at the place of
production or inspection unless also commanded to appear for a deposition,
hearing, or trial.
    (B) Objections. A person commanded to produce documents or tangible
things or to permit inspection may serve on the party or attorney designated
in the subpoena a written objection to inspecting, copying, testing, or
sampling any or all of the materials or to inspecting the premises—or to
producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for
compliance or 14 days after the subpoena is served. If an objection is made,
the following rules apply:
        (i) At any time, on notice to the commanded person, the serving party
may move the court for the district where compliance is required for an
order compelling production or inspection.
        (ii) These acts may be required only as directed in the order, and the
order must protect a person who is neither a party nor a party’s officer from
significant expense resulting from compliance.

  (3) Quashing or Modifying a Subpoena.

    (A) When Required. On timely motion, the court for the district where
compliance is required must quash or modify a subpoena that:

        (i) fails to allow a reasonable time to comply;
        (ii) requires a person to comply beyond the geographical limits
specified in Rule 45(c);
        (iii) requires disclosure of privileged or other protected matter, if no
exception or waiver applies; or
        (iv) subjects a person to undue burden.
   (B) When Permitted. To protect a person subject to or affected by a
subpoena, the court for the district where compliance is required may, on
motion, quash or modify the subpoena if it requires:

(i) disclosing a trade secret or other confidential research, development,
or commercial information; or
        (ii) disclosing an unretained expert’s opinion or information that does
not describe specific occurrences in dispute and results from the expert’s
study that was not requested by a party.
    (C) Specifying Conditions as an Alternative. In the circumstances
described in Rule 45(d)(3)(B), the court may, instead of quashing or
modifying a subpoena, order appearance or production under specified
conditions if the serving party:
        (i) shows a substantial need for the testimony or material that cannot be
otherwise met without undue hardship; and
        (ii) ensures that the subpoenaed person will be reasonably compensated.

(e) Duties in Responding to a Subpoena.

  (1) Producing Documents or Electronically Stored Information. These
procedures apply to producing documents or electronically stored
information:
    (A) Documents. A person responding to a subpoena to produce documents
must produce them as they are kept in the ordinary course of business or
must organize and label them to correspond to the categories in the demand.
    (B) Form for Producing Electronically Stored Information Not Specified.
If a subpoena does not specify a form for producing electronically stored
information, the person responding must produce it in a form or forms in
which it is ordinarily maintained or in a reasonably usable form or forms.
    (C) Electronically Stored Information Produced in Only One Form. The
person responding need not produce the same electronically stored
information in more than one form.
    (D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored information
from sources that the person identifies as not reasonably accessible because
of undue burden or cost. On motion to compel discovery or for a protective
order, the person responding must show that the information is not
reasonably accessible because of undue burden or cost. If that showing is
made, the court may nonetheless order discovery from such sources if the
requesting party shows good cause, considering the limitations of Rule
26(b)(2)(C). The court may specify conditions for the discovery.

(2) Claiming Privilege or Protection.
  (A) Information Withheld. A person withholding subpoenaed information
under a claim that it is privileged or subject to protection as trial-preparation
material must:
      (i) expressly make the claim; and
      (ii) describe the nature of the withheld documents, communications, or
tangible things in a manner that, without revealing information itself
privileged or protected, will enable the parties to assess the claim.
  (B) Information Produced. If information produced in response to a
subpoena is subject to a claim of privilege or of protection as
trial-preparation material, the person making the claim may notify any party
that received the information of the claim and the basis for it. After being
notified, a party must promptly return, sequester, or destroy the specified
information and any copies it has; must not use or disclose the information
until the claim is resolved; must take reasonable steps to retrieve the
information if the party disclosed it before being notified; and may promptly
present the information under seal to the court for the district where
compliance is required for a determination of the claim. The person who
produced the information must preserve the information until the claim is
resolved.

(g) Contempt.
The court for the district where compliance is required—and also, after a
motion is transferred, the issuing court—may hold in contempt a person
who, having been served, fails without adequate excuse to obey the
subpoena or an order related to it.

For access to subpoena materials, see Fed. R. Civ. P. 45(a) Committee Note (2013).
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EXHIBIT A 

Notwithstanding any definition set forth below, each word, term or phrase used in this 

Request is intended to have the broadest meaning permitted under the Federal Rules of Civil 

Procedure.  As used in this request, the following terms are to be interpreted in accordance with 

these definitions: 

DEFINITIONS 

The following terms and definitions apply for all of the topics for examination, including 

this definitions sections: 

1. “Opposer” shall mean and refer to Fifty-Six Hope Road Music Limited and 

includes any and all of its predecessors and successors in interest, employees, licensees, agents 

and representatives of the foregoing, and any other person acting or purporting to act on behalf 

of any of the foregoing. 

2.  “Applicant” shall mean and refer to Sandal Factory, Inc., and includes any and all 

of its predecessors and successors in interest, any and all of its subsidiaries, affiliates and 

affiliated entities, and its partners, employees, agents, officers, directors, licensees, and 

representatives of the foregoing, and any other person acting or purporting to act on behalf of 

any of the foregoing. 

3. The “Application” shall mean the trademark application filed by Applicant on 

October 23, 2012, Serial No. 85/760,798, to register GNARLY MARLEY’S, which is the 

subject of Opposition No. 91212582 (the “Proceeding”). 

4. The “MARLEY Marks” shall mean the trademark referred to in paragraphs 4-37 

of Opposer’s Notice of Opposition (“Notice of Opposition”) in the Proceeding. 

5. The “GNARLY MARLEY’S Mark” refers to the mark that is the subject of the 

Application. 

6. The singular includes the plural and vice versa; the words “and” and “or” shall be 

construed in both the conjunctive and disjunctive; the word “all” means “any and all;” the word 

“any” means “any and all.” 
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TOPICS FOR EXAMINATION 

1. Each of Applicant’s admissions or denials of the allegations asserted by Opposer 

in its Notice of Opposition. 

2. Applicant’s responses to Opposer’s discovery requests served in the Proceeding. 

3. Documents produced by Applicant in the Proceeding.  

4. Applicant’s attempt to register the GNARLY MARLEY’S Mark with the U.S. 

Patent & Trademark Office. 

5. Applicant’s selection and adoption of the GNARLY MARLEY’S Mark.  

6. Applicant’s search report, or lack thereof, for the GNARLY MARLEY’S Mark.  

7. Applicant’s first use of the GNARLY MARLEY’S Mark. 

8. The goods and services on which Applicant has used the GNARLY MARLEY’S 

Mark. 

9. Applicant’s knowledge of Bob Marley. 

10. Applicant’s knowledge of the MARLEY Marks. 

11. Applicant’s knowledge of Bob Marley’s and/or Opposer’s association with the 

term “Marley.”  

12. Applicant’s intent to trade on Opposer’s goodwill in the MARLEY Marks and/or 

associated with Bob Marley. 

13. Applicant’s offering of the services listed in the Application. 

14. Applicant’s marketing, advertisement, and promotion of the goods and services 

listed in the Application. 

15. Applicant’s sales of the goods and services listed in the Application. 

16. Applicant’s other applications for registration, if any, of trademarks identical or 

similar to, or including, MARLEY. 

17. Any confusion, mistake, or deception caused by Applicant’s use of the GNARLY 

MARLEY’S Mark in connection with the goods and services listed in the Application, including, 

but not limited to, confusion, mistake, or deception as to the affiliation, connection, or 
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association of Applicant with Opposer, or confusion, mistake, or deception as to the origin, 

sponsorship, or approval of Applicant’s goods, services, or commercial activities by Opposer. 

18. Any suggestion of a connection with Bob Marley caused or engendered by 

Applicant’s use of the GNARLY MARLEY’S Mark. 

19. The type of customers who frequent or shop at, or who Applicant intends to 

frequent or shop at, Applicant’s retail stores operating under its GNARLY MARLEY’S Mark. 

20. The creation of any designs or logos used with the GNARLY MARLEY’S Mark. 

21. The decision to use designs and colors related to the Caribbean or Rastafarianism 

in conjunction with goods and services, and advertisements therefor, offered under the GNARLY 

MARLEY’S Mark. 

 
 
SMRH:436149618.1 
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AO 88A  (Rev. 02/14) Subpoena to Testify at a Deposition in a Civil Action 

UNITED STATES DISTRICT COURT
for the

__________ District of __________

)
)
)
)
)
)

Plaintiff

v. Civil Action No.

Defendant

SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION

To:

(Name of person to whom this subpoena is directed)

’ Testimony: YOU ARE COMMANDED to appear at the time, date, and place set forth below to testify at a 
deposition to be taken in this civil action.  If you are an organization, you must designate one or more officers, directors,
or managing agents, or designate other persons who consent to testify on your behalf about the following matters, or
those set forth in an attachment:

Place: Date and Time:

The deposition will be recorded by this method:

’ Production:  You, or your representatives, must also bring with you to the deposition the following documents, 
electronically stored information, or objects, and must permit inspection, copying, testing, or sampling of the
material:

The following provisions of Fed. R. Civ. P. 45 are attached – Rule 45(c), relating to the place of compliance;
Rule 45(d), relating to your protection as a person subject to a subpoena; and Rule 45(e) and (g), relating to your duty to
respond to this subpoena and the potential consequences of not doing so.

Date:
CLERK OF COURT

OR

Signature of Clerk or Deputy Clerk Attorney’s signature

The name, address, e-mail address, and telephone number of the attorney representing (name of party)

, who issues or requests this subpoena, are:

Notice to the person who issues or requests this subpoena

If this subpoena commands the production of documents, electronically stored information, or tangible things before
trial, a notice and a copy of the subpoena must be served on each party in this case before it is served on the person to
whom it is directed. Fed. R. Civ. P. 45(a)(4).

         Southern District of Florida

Fifty-Six Hope Road Music Limited

Sandal Factory, Inc.

Shawn Tolley, 102411 Overseas Hwy, Key Largo, FL 33037

✔

United Reporting
66 West Flagler Street - 7th Floor
Miami, FL 33130

04/23/2015 9:30 am

Opposer Fifty-Six Hope Road Music Limited

Bruce Hermelee, Esq., 2100 Coral Way, #303, Miami, FL 33145, (305) 748-6146, bhermelee@hermeleelaw.com
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Civil Action No.

PROOF OF SERVICE

(This section should not be filed with the court unless required by Fed. R. Civ. P. 45.)

I received this subpoena for (name of individual and title, if any)

on (date) .

’ I served the subpoena by delivering a copy to the named individual as follows:

on (date) ; or

’ I returned the subpoena unexecuted because:

.

Unless the subpoena was issued on behalf of the United States, or one of its officers or agents, I have also

tendered to the witness the fees for one day’s attendance, and the mileage allowed by law, in the amount of

$ .

My fees are $ for travel and $ for services, for a total of $ .

I declare under penalty of perjury that this information is true.

Date:
Server’s signature

Printed name and title

Server’s address

Additional information regarding attempted service, etc.:

0.00
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AO 88A  (Rev.  02/14) Subpoena to Testify at a Deposition in a Civil Action (Page 3)

Federal Rule of Civil Procedure 45 (c), (d), (e), and (g) (Effective 12/1/13)

(c) Place of Compliance.

  (1) For a Trial, Hearing, or Deposition. A subpoena may command a
person to attend a trial, hearing, or deposition only as follows:
    (A) within 100 miles of where the person resides, is employed, or
regularly transacts business in person; or
    (B) within the state where the person resides, is employed, or regularly
transacts business in person, if the person
        (i) is a party or a party’s officer; or
        (ii) is commanded to attend a trial and would not incur substantial
expense.

  (2) For Other Discovery. A subpoena may command:
    (A) production of documents, electronically stored information, or
tangible things at a place within 100 miles of where the person resides, is
employed, or regularly transacts business in person; and
    (B) inspection of premises at the premises to be inspected.

(d) Protecting a Person Subject to a Subpoena; Enforcement.

  (1) Avoiding Undue Burden or Expense; Sanctions. A party or attorney
responsible for issuing and serving a subpoena must take reasonable steps
to avoid imposing undue burden or expense on a person subject to the
subpoena. The court for the district where compliance is required must
enforce this duty and impose an appropriate sanction—which may include
lost earnings and reasonable attorney’s fees—on a party or attorney who
fails to comply.

  (2) Command to Produce Materials or Permit Inspection.
(A) Appearance Not Required. A person commanded to produce

documents, electronically stored information, or tangible things, or to
permit the inspection of premises, need not appear in person at the place of
production or inspection unless also commanded to appear for a deposition,
hearing, or trial.

(B) Objections. A person commanded to produce documents or tangible
things or to permit inspection may serve on the party or attorney designated
in the subpoena a written objection to inspecting, copying, testing, or
sampling any or all of the materials or to inspecting the premises—or to
producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for
compliance or 14 days after the subpoena is served. If an objection is made,
the following rules apply:

(i) At any time, on notice to the commanded person, the serving party
may move the court for the district where compliance is required for an
order compelling production or inspection.

  (ii) These acts may be required only as directed in the order, and the
order must protect a person who is neither a party nor a party’s officer from
significant expense resulting from compliance.

  (3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the court for the district where
compliance is required must quash or modify a subpoena that:

        (i) fails to allow a reasonable time to comply;
(ii) requires a person to comply beyond the geographical limits

specified in Rule 45(c);
(iii) requires disclosure of privileged or other protected matter, if no

exception or waiver applies; or
(iv) subjects a person to undue burden.

(B) When Permitted. To protect a person subject to or affected by a
subpoena, the court for the district where compliance is required may, on
motion, quash or modify the subpoena if it requires:

(i) disclosing a trade secret or other confidential research, development,
or commercial information; or

(ii) disclosing an unretained expert’s opinion or information that does
not describe specific occurrences in dispute and results from the expert’s
study that was not requested by a party.

(C) Specifying Conditions as an Alternative. In the circumstances
described in Rule 45(d)(3)(B), the court may, instead of quashing or
modifying a subpoena, order appearance or production under specified
conditions if the serving party:

(i) shows a substantial need for the testimony or material that cannot be
otherwise met without undue hardship; and

(ii) ensures that the subpoenaed person will be reasonably compensated.

(e) Duties in Responding to a Subpoena.

  (1) Producing Documents or Electronically Stored Information. These
procedures apply to producing documents or electronically stored
information:

(A) Documents. A person responding to a subpoena to produce documents
must produce them as they are kept in the ordinary course of business or
must organize and label them to correspond to the categories in the demand.

(B) Form for Producing Electronically Stored Information Not Specified.
If a subpoena does not specify a form for producing electronically stored
information, the person responding must produce it in a form or forms in
which it is ordinarily maintained or in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One Form. The
person responding need not produce the same electronically stored
information in more than one form.

(D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored information
from sources that the person identifies as not reasonably accessible because
of undue burden or cost. On motion to compel discovery or for a protective
order, the person responding must show that the information is not
reasonably accessible because of undue burden or cost. If that showing is
made, the court may nonetheless order discovery from such sources if the
requesting party shows good cause, considering the limitations of Rule
26(b)(2)(C). The court may specify conditions for the discovery.

(2) Claiming Privilege or Protection.
(A) Information Withheld. A person withholding subpoenaed information

under a claim that it is privileged or subject to protection as trial-preparation
material must:

(i) expressly make the claim; and
(ii) describe the nature of the withheld documents, communications, or

tangible things in a manner that, without revealing information itself
privileged or protected, will enable the parties to assess the claim.
(B) Information Produced. If information produced in response to a

subpoena is subject to a claim of privilege or of protection as
trial-preparation material, the person making the claim may notify any party
that received the information of the claim and the basis for it. After being
notified, a party must promptly return, sequester, or destroy the specified
information and any copies it has; must not use or disclose the information
until the claim is resolved; must take reasonable steps to retrieve the
information if the party disclosed it before being notified; and may promptly
present the information under seal to the court for the district where
compliance is required for a determination of the claim. The person who
produced the information must preserve the information until the claim is
resolved.

(g) Contempt.
The court for the district where compliance is required—and also, after a
motion is transferred, the issuing court—may hold in contempt a person
who, having been served, fails without adequate excuse to obey the
subpoena or an order related to it.

For access to subpoena materials, see Fed. R. Civ. P. 45(a) Committee Note (2013).
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In re Matter of Application No. 85/760,798 

fbr the mark: GNARLY MARLEY'S 

Fifty-Six Hope Road Music Limited, 

Opposer, 

V. 

Sandal Factory, Inc., 

Applicant. 

Opposition No. 91-212582 

OPPOSER FIFTY-SIX HOPE ROAD 
MUSIC LIMITED'S PRETRIAL 

DISCLOSURES 

Docket No. 29WG-192069 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Pursuant to 37 C.F.R. §§ 2.121(e), 2.123(e)(3), TMBP § 702.01, and Federal Rule of 

Civil Procedure ("FRCP") 26(a)(3), Opposer Fifty-Six Hope Road Music Limited ("Opposer") 

hereby makes the following pretrial disclosures to Applicant Sandal Factory, Inc. ("Applicant"). 

I. 	RESERVATIONS  

In making these disclosures, Opposer does not intend to represent affirmatively or 

otherwise concede that the categories of documents identified herein are, in fact, relevant to the 

issues in this matter or that any individuals identified necessarily have discoverable information 

relevant to factual issues. Opposer's pretrial disclosures are made without waiver of, or 

prejudice to, any objections that Opposer may have. Opposer expressly reserves all such 

objections, including but not limited to: (a) relevance; (b) attorney-client privilege; (c) work-

product protection; (d) any other applicable privilege or protection under federal or state law; (e) 

undue burden; (f) materiality; (g) overbreadth; (h) the admissibility in evidence of these initial 

disclosures or the subject matter thereof; (i) proprietary and confidential business information, 

financial data, and trade secrets that belong either to Opposer or to individuals and entities with 

whom Opposer conducts, or has conducted, business; and (j) documents containing information 
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disclosed or transmitted to any state or federal agency, to the extent such information is 

confidential and not required to be disclosed under applicable law. All objections are expressly 

preserved, as are Opposer's rights to move for entry of a protective order. 

Furthermore, Opposer makes these disclosures based upon information reasonably 

available at this time. Opposer has not completed preparation for its testimony period. 

Additionally, as described fully in Applicant's Motion to Extend Time (Dkt. No. 9), Applicant 

has not fully or timely complied with its discovery obligations including, but not limited, failing 

to provide responses to document requests—responses that have still not been provided as of the 

date of filing. Accordingly, these disclosures are provided without prejudice to Opposer's right 

to introduce during its testimony period any evidence that is subsequently discovered. Further, 

because of Applicant's discovery failures, Opposer is going to file a motion to compel before the 

first testimony period opens. Opposer reserves the right to clarify, amend, modify, or 

supplement the information contained in these initial disclosures in accordance with the TBMP, 

the FRCP, and the Trademark Rules of Practice. 

WITNESSES  

Opposer is aware of the following persons likely to be called during its testimony period. 

All employees of, or others associated with, Opposer identified below may be contacted through 

counsel, Sheppard Mullin Richter & Hampton LLP, Attn: Jill Pietrini, 1901 Avenue of the Stars, 

Suite 1600, Los Angeles, CA 90067-6017, Phone: (310) 228-3723. 

Opposer's Witnesses 

Courtney White:  

Subject matter: Licensing of Opposer's 
trademarks, types of products and services 
offered under Opposer's trademarks, marketing 
of Opposer's products and services bearing its 
trademarks, fame of Bob Marley, association 

Applicant's Witness 

Applicant's FRCP 30(b)(6) Witness(es)  

' Subject matter: All admissions or denials of 
Opposer's allegations in its Notice of 
Opposition, all of Applicant's affirmative 
defenses, Applicant's discovery responses, 
documents produced by Applicant, Applicant's 
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Opposer's Witnesses  

of Bob Marley with the term "Marley," date of 
first use of certain of Opposer's trademarks, 
customers for products and services bearing 
Opposer's trademarks, and channels of trade 
and commerce in which Opposer's products 
and services bearing its trademarks move. 

Michael Conley  

Subject matter: Sale and channels of trade for 
certain of Opposer's licensed products and 
customers therefor. 

Applicant's Witness  

attempt to register the mark GNARLY 
MARLEY'S with the PTO, Applicant's 
selection and adoption of the GNARLY 
MARLEY'S mark, Applicant's search report 
(if any) for the GNARLY MARLEY'S mark, 
Applicant's first use of the GNARLY 
MARLEY'S mark, Applicant's knowledge of 
Opposer's trademarks, Applicant's knowledge 
of Bob Marley's and Opposer's association 
with the term "Marley," intent to trade on 
Opposer's goodwill and other indicia of 
willfulness of Applicant's conduct, Applicant's 
offering of the services listed in Applicant's 
application, Applicant's marketing, 
advertisement and promotion of the goods and 
services listed in Applicant's application, 
Applicant's sales of the goods and services 
listed in Applicant's application, and 
Applicant's other applications for registration, 
if any, of trademarks identical or similar to, or 

including, MARLEY. 

Shawn Tolley  

Subject matter: All admissions or denials of 
Opposer's allegations in its Notice of 
Opposition, all of Applicant's affirmative 
defenses, Applicant's discovery responses, 
documents produced by Applicant, Applicant's 
attempt to register the mark GNARLY 
MARLEY'S with the PTO, Applicant's 
selection and adoption of the GNARLY 
MARLEY'S mark, Applicant's search report 
(if any) for the GNARLY MARLEY'S mark, 
Applicant's first use of the GNARLY 
MARLEY'S mark, Applicant's knowledge of 
Opposer's trademarks, Applicant's knowledge 
of Bob Marley's and Opposer's association 
with the term "Marley," intent to trade on 
Opposer's goodwill and other indicia of 
willfulness of Applicant's conduct, Applicant's 
offering of the services listed in Applicant's 
application, Applicant's marketing, 
advertisement and promotion of the goods and 
services listed in Applicant's application, 
Applicant's sales of the goods and services 
listed in Applicant's application, and 

-3- 
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Opposer's Witnesses 

Doreen Crujeiras  
Bob Marley Music, Inc.  

Subject matter: Types of products and services 
offered under Opposer's trademarks, revenue 
earned from the use of Opposer's trademarks, 
promotion of products and services 
under Opposer's trademarks, fame of 
Opposer's trademarks, Opposer's dates of first 
use of its trademarks, fame of Bob Marley, 
Opposer's rights in Bob Marley's persona and 
identity, Opposer's ownership of Bob Marley's 
right of publicity, trademarks, and persona 
rights and use of Opposer's trademarks on 
goods and in conjunction with services. 

Tom Bennett 
Bravado International Group  
1755 Broadway, 2 nd  Floor 
New York, NY 10019  

Subject matter: Sale and channels of trade for 
certain of Opposer's licensed products and 
customers therefor. 

Applicant's Witness  

Applicant's other applications for registration, 
if any, of trademarks identical or similar to, or 
including, MARLEY. 

John Cioffi  

Subject matter: All admissions or denials of 
Opposer's allegations in its Notice of 
Opposition, all of Applicant's affirmative 
defenses, Applicant's discovery responses, 
documents produced by Applicant, Applicant's 
attempt to register the mark GNARLY 
MARLEY'S with the PTO, Applicant's 
selection and adoption of the GNARLY 
MARLEY'S mark, Applicant's search report 
(if any) for the GNARLY MARLEY'S mark, 
Applicant's first use of the GNARLY 
MARLEY'S mark, Applicant's knowledge of 
Opposer's trademarks, Applicant's knowledge 
of Bob Marley's and Opposer's association 
with the term "Marley," intent to trade on 
Opposer's goodwill and other indicia of 
willfulness of Applicant's conduct, Applicant's 
offering of the services listed in Applicant's 
application, Applicant's marketing, 
advertisement and promotion of the goods and 
services listed in Applicant's application, 
Applicant's sales of the goods and services 
listed in Applicant's application, and 
Applicant's other applications for registration, 
if any, of trademarks identical or similar to, or 
including, MARLEY. 

FRCP 30(b)(6) Witness(es) For TFLS Team  

Florida Sportswear  

Subject matter: Manufacture and production of 
goods bearing or sold under the GNARLY 
MARLEY'S Mark 

Rose Parks  
Sunkissed Enterprises Inc.  

Subject matter: Conception and design of 
goods bearing or sold under the GNARLY 

MARLEY'S Mark 
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III. DOCUMENTS  

The following categories of documents and things are, or will be, in Opposer's custody, 

control, or possession and may be used by Opposer to support its claims in this action. 

• Opposer's registrations for BOB MARLEY, BOB MARLEY AND THE 
WAILERS, MARLEY, MARLEY RESORT & SPA, M MARLEY & Design, 
MARLEY COFFEE, HOUSE OF MARLEY MARETT TSEHAI & Design, and 
other marks derived from the name and legacy of Bob Marley 

• Documents from <www.uspto.gov > regarding Opposer's trademarks 

• Website pages from <bobmarley.com > and other websites owned or operated by 
Opposer or its licensees 

• Photographs of Opposer s products bearing Opposer's trademarks and 
promotions/advertisements reflecting and products offered in conjunction with 
services offered under Opposer's trademarks 

• Photographs of hangtags and labels showing use of Opposer's trademarks by 
Opposer and its licensees 

• Promotional materials showing use of Opposer's trademarks 

• Unsolicited media attention and articles about Opposer's trademarks and Bob 
Marley 

• Documents relating to and evidencing the fame of Bob Marley 

• Correspondence between Applicant and Opposer 

• Internet printouts related to Applicant and the GNARLY MARLEY'S Mark 

• Photographs of Applicant's products bearing the GNARLY MARLEY'S Mark 

• Photographs of Applicant's services bearing and/or provided under the GNARLY 
MARLEY'S Mark 

• Catalog pages showing use of the MARLEY Marks 

• Chain of title chart summarizing transactions relating to acquisition of rights in 
Bob Marley 

• License agreements relating to Bob Marley 

• Policing letters relating to Bob Marley's trademarks, identify and persona 
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• 

• 

• Star o 

• Induct 

• RIAA 

• Legen 

• "One 

• MSN 

• Rollin 
(N2 12 

• Rollin 
(N2 11 

• Rollin 
"Rede 
443) ( 

• Rollin 

• VH1's 

• VH1' s 

• VH1 ' s 

• Q ma 

• Q Aw 

• MOB 

• Gram 

• Gram 

• Gram 

• Gram 

• Gram 

• Gram 

Stone 100 Greatest Singers of All Time — Bob Marley (N2 19) (2008) 

100 Greatest Artists in Rock & Roll 

100 Best Rock Albums 

Top 100 Rock Songs 

azine's 100 Greatest Musical Stars of the 20th Century 

rds — Best Reissue/Compilation — Songs of Freedom (1992) 

award - Posthumous Achievement (2005) 

y Hall of Fame inductee — Catch a Fire (album) (2010) 

y Hall of Fame inductee — "One Love" (single) (2007) 

y Hall of Fame inductee — Exodus (album) (2006) 

y Hall of Fame inductee — "No Woman No Cry" (single) (2005) 

y Hall of Fame inductee — "Get up Stand Up" (single) (1999) 

y nomination - The Bob Marley Story — 2002 

Induction into Rock and Roll Hall of Fame 

Grammy Lifetime Achievement Award 

Hollywood Walk of Fame 

on into U.K. Music Hall of Fame 

Artist of the Century Award for Legend (1999) 

named "Album of the Century" by Time magazine (1999) 

ove" named "Song of the Millennium" by BBC (2008) 

C's 10 Best Rock Bands Ever. 

Stone 500 Greatest Albums of All Time — Legend  (N2 46), Catch a Fire 
), Exodus (N2 169), Natty Dread (N2 182), Burnin' (N2 319) (2003) 

Stone 100 Greatest Artists of All Time ("The Immortals") — Bob Marley 
(2004) 

Stone 500 Greatest Songs of All Time — "No Woman No Cry" (N2 37), 
ption Song" (N2 66), "Get Up Stand Up" (N2 296), "I Shot the Sheriff' (N2 

004) 
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• Rolling Stone cover story "The Life and Times of Bob Marley: How He Changed 
Our World Forever" 

• Recording Industry Association of America's [RIAA] Gold & Platinum 
certifications 

• RIAA Diamond Award 

• RIAA'S current Top Selling Artists list and Artists with the Most Gold, Platinum 
and Multi-Platinum (Diamond) Albums as of April 2010 list 

• Billboard recent charting for Bob Marley including debut of B is for Bob at N2 1 

on Top Kids Audio chart and Top Reggae Albums chart and Kg 77 on Top 200 
Albums chart (2009) 

• Preservation of Burnin' in U.S. Library of Congress 

• Peace Medal of the Third World 

• Jamaican Order of Merit award 

• Church Ave. in Brooklyn co-named Bob Marley Boulevard 

• London home honored with heritage plaque for Bob Marley 

• Jamaica home protected national monument 

• Bob Marley gold and silver coins issued by Bank of Jamaica 

• Bob Marley statue in Serbia 

• UWI (University of West Indies) Bob Marley Award 

• Petition for National Hero status 

• Bob Marley Tribute to Freedom at Universal Citywalk 

• Bob Marley Day 

• One Love Peace Concert 

• Press/publicity re Bob Marley 

• Wikipedia entries relating to Bob Marley 

• Books about Bob Marley (Barnes & Noble search results) 

• Cover of CD — studio recording — released 1965 — The Wailing Wailers by Bob 

Marley and the Wailers [Studio One] 

-7- 
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• Cover of CD — studio recording — released 1970 — Soul Rebels by Bob Marley and 

• Cover of CD — studio recording — released 1971 — Soul Revolution by Bob Marley 

• Cover of CD — studio recording — released 1971 — Soul Revolution Part II by Bob 

• Cover of CD — studio recording — released 1973 — Catch a Fire by Bob Marley 

• Cover of CD — studio recording — released 1973 — Burnin' by Bob Marley and the 

• Cover of CD — studio recording — released 1973 — African Herbsman' by Bob 

• Cover of CD — studio recording — released 1974 — Rasta Revolution by Bob 

• Cover of CD — studio recording — released 1974 — Natty Dread by Bob Marley 

and the Wailers [Island/Tuff Gong] 

• Cover of CD — studio recording — released 1976 — Rastaman Vibration by Bob 

Marley and the Wailers [Island/Tuff Gong] 

• Cover of CD — studio recording — released 1977 — Exodus by Bob Marley and the 

Wailers [Island/Tuff Gong] 

• Cover of CD — studio recording — released 1978 — Kayo by Bob Marley and the 

Wailers [Island/Tuff Gong] 

• Cover of CD — studio recording — released 1979 — Survival by Bob Marley and 

the Wailers [Island/Tuff Gong] 

• Cover of CD — studio recording — released 1980 — Uprising by Bob Marley and 

the Wailers [Island/Tuff Gong] 

• Cover of CD — studio recording — released 1983 — Confrontation by Bob Marley 

and the Wailers [Island/Tuff Gong] 

• Cover of CD — compilation - released 1984 — Legend by Bob Marley and the 

Wailers [Island/Tuff Gong] 

• Cover of CD — compilation - released 1986 — Rebel Music by Bob Marley and the 

Wailers [Island/Tuff Gong] 

• Cover of CD — compilation - released 2001 — One Love: The Very Best of Bob 

Marley and the Wailers by Bob Marley and the Wailers [Island/Tuff Gong] 

the Wailers [Upsetter/Trojan] 

and the Wailers [Upsetter/Trojan] 

Marley and the Wailers [Upsetter/Trojan] 

and the Wailers [Island/Tuff Gong] 

Wailers [Island/Tuff Gong] 

Marley and the Wailers [Upsetter/Trojan] 

Marley and the Wailers [Upsetter/Trojan] 

-8- 
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rectfully submitted 

Dated: July 11, 2014 

• Awards and accomplishments of Bob Marley 

• Social networking sites relating to Bob Marley 

• Letters Probate for Bob Marley in 1981 and chain of title documents 

• Documents and things produced by Opposer in this action 

• Documents and things produced by Applicant in this action. 

• 	Online materials related to Opposer. 

Jill M. Pietrini 
Paul A. Bost 
Benjamin 0. Aigboboh 
SHEPPARD MULLIN RICHTER & 
HAMPTON LLP 
1901 Avenue of the Stars, Suite 1600 
Los Angeles, California 90067-6017 
Telephone: (310) 228-3700 
Facsimile: (310) 228-3701 

Attorneys for Opposer 
Fifty-Six Hope Road Music Limited 

Case 4:15-mc-10010-JLK   Document 1-6   Entered on FLSD Docket 02/23/2015   Page 9 of 10

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m



t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m

CERTIFICATE OF SERVICE 

I hereby certify that OPPOSER FIFTY-SIX HOPE ROAD MUSIC LIMITED'S 
PRETRIAL DISCLOSURES is being deposited with the United States Postal Service, postage 
prepaid, first class mail, in an envelope addressed to: 

Francisco J. Ferreiro 

Malloy & Malloy, P.L. 

2800 S.W. 3rd  Avenue 
Miami, Florida 33129 

on this llth day of July, 2014. 

SMRH:426872816.1 
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      Mailed:  January 27, 2015 

 

Opposition No. 91212582 

Fifty-Six Hope Road Music Limited 

 

   v. 

Sandal Factory, Inc. 

 

 

M. Catherine Faint, 

Interlocutory Attorney: 

 

On January 21, 2015 the Board held a telephone conference involving Paul 

A. Bost, Atty., counsel for opposer, Fifty-Six Hope Road Music Limited, and 

Francisco J. Ferreiro, Atty., counsel for applicant, Sandal Factory, Inc.1 Before 

the Board was opposer’s fully-briefed motion, filed November 28, 2014, to extend 

its trial period and to require applicant to provide addresses for its officers 

named in its initial disclosures. 

The Board carefully considered the arguments raised by counsel for both 

parties, as well as the supporting correspondence and the record of this case, in 

coming to a determination regarding the above matters.  During the telephone 

conference, the Board made the following findings and determinations. 

As last reset by the Board, opposer’s testimony period was set to close on 

January 25, 2015. Opposer seeks to extend its testimony period due to the 

                                            
1 The reiterated to the parties that Board proceedings may not be recorded. 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451 
General Contact Number: 571-272-8500
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Opposition No. 91212582 
 

 2

extension of, and consequent re-setting of dates, in an unrelated trial in the 

United States District Court for the Central District of California. Opposer also 

seeks to take the testimonial depositions of two of applicant’s officers, Mr. Cioffi 

and Mr. Tolley, and the only address provided for them in applicant’s initial 

disclosures was the address of applicant’s counsel, which may not be sufficient for 

service of a subpoena. Applicant’s counsel argues that opposer made no attempt 

to depose the officers during discovery, and that counsel cannot accept ex parte 

subpoenas on behalf of the officers. 

In reply, opposer’s counsel provided an update on the unrelated litigation, 

and the change in schedule in that case, and asked that all trial dates in this 

Board proceeding be extended for 90 days. 

The Board heard additional argument from counsel for both sides during 

the teleconference. 

Motion to Extend Time 

The standard for extending time under Fed. R. Civ. P. 6(b) is “good 

cause.” A motion to extend must set forth with particularity the facts said to 

constitute good cause for the requested extension; and a party moving to 

extend time must demonstrate that the requested extension of time is not 

necessitated by the party’s own lack of diligence or unreasonable delay in 

taking the required action during the time previously allotted therefor.  See 

TBMP § 509.01(a) (2014). Ordinarily, the Board is liberal in granting 

extensions of time before the period to act has elapsed, so long as the moving 
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party has not been guilty of negligence or bad faith and the privilege of 

extensions is not abused.  American Vitamin Products, Inc. v. DowBrands 

Inc., 22 USPQ2d 1316 (TTAB 1992). A request for an extension of time based 

on the press of other litigation should set forth sufficient detail to warrant a 

finding of good cause. Societa Per Azioni Chianti Ruffino Esportazione 

Vinicola Toscana v. Colli Spolentini Spoletoducali SCRL, 59 USPQ2d 1383, 

1384 (TTAB 2001) (“Opposer’s counsel, in his declaration, has set forth the 

facts relating to his other litigation matters in sufficient detail to warrant a 

finding that good cause exists for at least a limited extension of opposer’s 

testimony period”). 

Here, the Board finds opposer’s counsel has set forth sufficient detail to 

grant an extension of time, and the Board finds good cause to grant the 

extension. In view thereof, opposer’s motion to extend time is granted, 

however the Board will set the dates for trial at a later date as noted below. 

Scheduling of Testimonial Depositions 

The party wishing to take the testimonial deposition of an unwilling 

witness, must secure the attendance of that witness by subpoena. See Galaxy 

Metal Gear Inc. v. Direct Access Tech. Inc., 91 USPQ2d 1859, 1862 (TTAB 

2009). The subpoena must be issued, according to 35 U.S.C. § 24 and Fed. R. 

Civ. P. 45, from the United States district court in the federal judicial district 

where the witness resides or is regularly employed, thus the address of the 

witness is important to the issuance of a subpoena. Enforcement of the 
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subpoena is a matter that is wholly before the United States district court 

that issues the subpoena. See, e.g.,  PRD Elec. Inc. v. Pacific Roller Die Co., 

169 USPQ 318, 319 n.2 (TTAB 1971) (allegation that party defied subpoena 

to produce witnesses is matter to be pursued before court that issued 

subpoena). 

Nonetheless, a party is under a continuing duty to supplement its 

disclosure and discovery responses. Fed. R. Civ. P. 26(e)(1) and (2), and the 

Board may order such supplementation. See Byer California v. Clothing for 

Modern Times Ltd.,95 USPQ2d 1175, 1179 (TTAB 2010) (party ordered to 

serve revised pretrial disclosures). 

During the teleconference, applicant provided the following as the 

address for Mr. Cioffi, Mr. Tolley and Sandal Factory, Inc.: 

102411 Overseas Hwy. 

Key Largo, FL  33037 

 

The Board expects matters before it to proceed in an orderly and 

expeditious manner. At this juncture in this case, the Board finds this can 

best be served by a short suspension while the parties cooperate in setting 

dates for any testimonial depositions that may be scheduled, and to allow 

opposer time in which to secure subpoenas from the United States district 

court. In view thereof, this proceeding is suspended for 30 days  to allow 

the orderly scheduling of testimonial depositions.2 At the end of that period, 

                                            
2 The testimonial depositions should not occur during this suspension. The 

suspension is solely to allow counsel to cooperate in scheduling dates for the 

testimonial depositions. 
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or earlier, opposer will contact the Interlocutory Attorney at (571) 272-9274 

to set a teleconference for resuming proceedings and setting the trial 

schedule. 

                  * * * * 

 

Case 4:15-mc-10010-JLK   Document 1-7   Entered on FLSD Docket 02/23/2015   Page 5 of 5

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m

t
h
e
J
a
s
m
i
n
e
B
R
A
N
D
.
c
o
m


	Rule 45 Subpoena - Sandal Factory
	Exhibit A to Sandal Factory Subpoena

