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()‘ The proposed subpoenas are appended hereto as Exhibit A.
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UNITED STATES DISTRICT COURT FOR %
SOUTHERN DISTRICT OF FLORIDA @

Case No. \8‘/? ®
FIFTY-SIX HOPE ROAD MUSIC LIMITED, @4}
Plaintiff, (ﬁ/b\
v. O
SANDAL FACTORY, INC., ¢ O

O
Defendant. ‘/b

&

PLAINTIFE’S APPLICATION TO THE CLERK OF COURT TO ISSUE SUBPOENAS
COMMANDING APPEARANCE AND TESTIMONY OF WITNESSES IN A CASE
PENDING BEFORE PHE TRADEMARK TRIAL AND APPEAL BOARD:

DEC A&ATION OF PAUL A. BOST

Plaintiff Fifty-Six Hope Road @E'Limited (“Plaintiff”) hereby applies to the clerk of
this Court to issue subpoenas commanding the @pélrance and testimony of the following
witnesses to Case No. 91-212582 pending between P@n 1ff and Defendant Sandal Factory, Inc.
(“Defendant”) before the Trademark Trial and Appeal B {Board”) of the U.S. Patent &
Trademark Office (“PTO”): ° O
1. Sandal Factory, Inc., 102411 Overseas Hwy, Key La%L 33037
2. Shawn Tolley, 102411 Overseas Hwy, Key Largo, FL 33037

3. John Cioffi, 102411 Overseas Hwy, Key Largo, FL 33037

% On September 11, 2013, Plaintiff instituted a proceeding against Defendant before the
Boai{ \(%Josing registration of Defendant’s application to register the trademark GNARLY
MARLE@@H. No. 85/760,798.) (Bost Decl. { 3, Ex. B.) On July 11, 2014, Plaintiff timely

served Defenda Q?th Plaintiff’s pre-trial disclosures identifying the witnesses whose testimony

O
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@ or regularly transacts business in person.” Fed.R.Civ.P. 45(c)(1)(A).
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deposition Plaintiff intends to take during its 30-day trial period.! (Bost ]Q& .4, Ex. C.) The
proceeding is currently suspended by order of the Board to allow Plaintiff “ti é?secure
subpoenas from the United States district court” compelling the testimony depositio@ gj)st
Decl. 5, Ex. D.) (?(?
In Board proceedings, the testimony deposition of adverse witnesses may be secured b%
subpoena. See TBMP § 703.01(f)(2) (“If a party wishes to take the trial testimony of an adverse
party or nonparty (or an official or employee of an adverse party or nonparty) residing in the
United States, and the proposed witness is not willing to appear voluntarily to testify, the party
wishing to take the testimé&nust secure the attendance of the witness by subpoena . . . The
subpoena must be issued, purs&a‘@o 35 U.S.C. § 24 and Fed R.Civ.P. 45, from the United States
district court in the federal judicial (Tf?gg vxihere the witness resides or is regularly employed.”)
35 U.S.C. § 24 states that the “[t]he clerk of@y United States court for the district wherein
testimony is to be taken for use in any contested séé jn the [PTO], shall, upon the application of
any party thereto, issue a subpoena for any witness res‘f(gn(%or being within such district,
commanding him to appear and testify before an officer in SQ district authorized to take
.

depositions and affidavits, at the time and place stated in the subp@@”

The three witnesses at issue — Defendant, Mr. Tolley, and Mr. Cioffi — all reside within
this District, and the location set for their deposition — United Reporting, 66 West Flagler Street,

7" Floor, Miami, FL 33130 — is “within 100 miles of where [each] person resides, is employed,

2
! (\8 contested proceedings before the Board, trial testimony is taken by means of a
testimc@ position. See Trademark Trial and Appeal Board Manual of Procedure 2014
(“TBMP’%&OI(&O (““A testimony deposition is a device used by a party to a Board inter
partes procee to present evidence in support of its case. Testimony is taken out of the
presence of the d, on oral examination or written questions, and the written transcripts
thereof, together &%exhibits thereto, are then submitted to the Board.”)
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Plaintiff’s application is based on the foregoing, the attached de?@t'on of Paul A. Bost

and the exhibits attached thereto, the record of the proceedings between Plaintiﬂ? 35d Defendant

pending before the Board, and any other submissions or filings requested by the Co@:@

Respectfully submitted,

HERMELEE LAW, PL

Dated: February 06, 2015 By: /s/ Bruce Hermelee
Bruce Hermelee

bhermelee @ hermeleelaw.com
Florida Bar No. 133894

é (5 Ross Dylan Hermelee

rdhermelee @ hermeleelaw.com
Florida Bar No. 0102656
O Hermelee Law, P.L.
@ @ 2100 Coral Way, Suite 303
Miami, FL 33145
\2Telephone: (305) 748-6146

A c@e s for Plaintiff
F ifty—@pe Road Music Limited

Co-Counsel (?%

Jill Pietrini
jpietrini@smrh.com o

Paul Bost O
pbost@smrh.com O@
SHEPPARD MULLIN RICHTER & HAMPTON, LLP

1901 Avenue of the Stars, Suite 1600
Los Angeles, CA 90067
Telephone: (310) 228-3700
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DECLARATION OF PAUL A. BOST "«

2

I, Paul A. Bost, declare as follows: \8

<

1. I am over 18 and have personal knowledge of all the facts set forth h@}@l am

an associate with SHEPPARD, MULLIN, RICHTER & HAMPTON LLP, attorneys of r%

for Plaintiff in its proceeding against Defendant pending before the Board. If called as a witnc%

I could and would competently testify to all facts within my personal knowledge. This
declaration is submitted in support of Plaintiff’s Application To The Clerk Of Court To Issue
Subpoenas Commanding Appearance And Testimony Of Witnesses In A Case Pending Before
The Trademark Trial Andé@eal Board.

2. Attached heretocarggxhibit A are the proposed subpoenas for the Clerk of Court’s

signature and issuance compelling tk%osition of Defendant, Shawn Tolley, and John Cioffi in

o

3. On September 11, 2013, Plaintif@ i@t ted a proceeding against Defendant before

the Board proceeding.

the Board opposing registration of Defendant’s applicz% register the trademark GNARLY
MARLEY’S (Ser. No. 85/760,798.) A true and correct cop@ Plaintiff’s notice of opposition is
[}
attached hereto as Exhibit B. OO
4. On July 11, 2014, Plaintiff timely served Defendant with#laintiff’s pre-trial

disclosures identifying the witnesses whose testimony deposition Plaintiff intends to take during

its 30-day trial period. A true and correct copy of Plaintiff’s pre-trial disclosures is attached

@ hereto as Exhibit C.

% »

Ferreir@@ I participated in a telephonic hearing with the interlocutory attorney assigned to the

On January 21, 2015, counsel for Defendant in the Board proceeding, Francisco

Board proce%regarding Defendant’s motion to extend deadlines in the Board proceeding and

compel Defendant %lementation of its initial disclosures to identify the addresses for
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Defendant, Mr. Cioffi, and Mr, Tolley, The Board grantzd Plaintsffs mnt‘i&@ﬂn Tanuary 27,
2015, the Board issued an onder un Defendant’s mowotion, whnch, moong othe 1|.ﬁ(%:55 nspended
the proceeding to allow Plaintiff “time tc secure subpoenas fom the Uniled Stales di%ﬂ wrl”
compelling the lestimony deposition of Defendant, Me. Cinffi, and Me. Talley. A trae and \,?
corscct copy of the Board's order i3 atached hereto a3 Exhibit ID, O
I declare under penalty of perjury under the laws of the United States of America that the ’ O

O

foremoing is tue and correct. Excowted February 5, 2015 at Los Angeles, Calilomia. @

<4 pi%'

@ Faul A, Fost
&

ERCRH-11EI0M562 | ®
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|\
UNITED STATES DISTRICT CO

for the @
Southern District of Florida \2'

Q

Fifty-Six Hope Road Music Limited ) ®
Plaintiff ) @
V. ) Civil Action No. (?
) <7
Sandal Factory, Inc. ) 4‘

Defendant ) O
[ ]

SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION O

To: O@
John Cioffi, 102411 Overseas Hwy, Key Largo, FL 33037

(Name of person to whom this subpoena is directed)

&( Testimony: YOU ARE é%) MANDED to appear at the time, date, and place set forth below to testify at a
deposition to be taken in this civil ¥¢tton. If you are an organization, you must designate one or more officers, directors,
or managing agents, or designate othe@rs ns who consent to testify on your behalf about the following matters, or
those set forth in an attachment: (}

Q S

es agler otreet - oor .
Miami, FL 33130 \/) | 04/24/2015 9:30 am

The deposition will be recorded by this method: @ A

electronically stored information, or objects, and must permitq ction, copying, testing, or sampling of the

N
O Production: You, or your representatives, must also bring?h ou to the deposition the following documents,
material: %

OO/L

s
The following provisions of Fed. R. Civ. P. 45 are attached — Rule 45(c), relatflg to the place of compliance;
Rule 45(d), relating to your protection as a person subject to a subpoena; and Rule 45(e) and (g), relating to your duty to
respond to this subpoena and the potential consequences of not doing so.

ate:
e CLERK OF COURT

OR
®&S‘

\@ Signature of Clerk or Deputy Clerk Attorney’s signature

SO
The name, a dr%, e-mail address, and telephone number of the attorney representing (name of party)
Opposer Fifty-Si @p Road Music Limited , who issues or requests this subpoena, are:
Bruce Hermelee, Esqy }{8 Coral Way, #303, Miami, FL 33145, (305) 748-6146, bhermelee@hermeleelaw.com
=

tice to the person who issues or requests this subpoena
If this subpoena commands t[&(of uction of documents, electronically stored information, or tangible things before
trial, a notice and a copy of the &oena must be served on each party in this case before it is served on the person to
whom it is directed. Fed. R. Civ. P.4581£4).

%,
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Civil Action No. u@
PROOF OF SERVICE ,
(This section should not be filed with the court unless required by Fed. R. dﬁ% 45.)

I received this subpoena for (name of individual and title, if any) ® @
on (date) ‘(?

(3 I served the subpoena by delivering a copy to the named individual as follows: %,

[ ]
on (date) ; or O
(4 Ireturned the subpoena unexecuted because: O@

tendered to the witness th or one day’s attendance, and the mileage allowed by law, in the amount of
$ . (_)s
My fees are $ for trav&%$ for services, for a total of $ 0.00

N4

I declare under penalty of perjury that this infoQa@n is true.

Unless the subpoena Waé&d on behalf of the United States, or one of its officers or agents, I have also
e

Date: P

*7 ‘0 Server’s signature

Pr’mt@ame and title

%

Server’s address

6@dditional information regarding attempted service, etc.:

5
Q
%

W,

“o

<
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P

Federal Rule of Civil Procedure 45 (c), (d), (e), and (g) (Efﬂ@ive 12/1/13)

(c) Place of Compliance.

(1) For a Trial, Hearing, or Deposition. A subpoena may command a
person to attend a trial, hearing, or deposition only as follows:
(A) within 100 miles of where the person resides, is employed, or
regularly transacts business in person; or
(B) within the state where the person resides, is employed, or regularly
transacts business in person, if the person
(i) is a party or a party’s officer; or
(ii) is commanded to attend a trial and would not incur substantial
expense.

(2) For Other Discovery. A subpoena may command:

(A) production of documents, electronically stored information, or
tangible things at a place within 100 miles of where the person resides, is
employed, or regularly transacts business in person; and

(B) inspection of premises at the premises to be inspected.

(d) Protecting a Person Subject to a Subpoena; Enforcement.

(1) Avoiding Undue Burden or Expense; Sanctions. A party or attorney
responsible for issuing and serving a subpoggda must take reasonable steps
to avoid imposing undue burden or expené&n person subject to the
subpoena. The court for the district where co nce is required must
enforce this duty and impose an appropriate san€tjer,—which may include
lost earnings and reasonable attorney’s fees—on @r(ty{ attorney who

fails to comply.
(2) Command to Produce Materials or Permit Inspectt@

(A) Appearance Not Required. A person commanded to p: C.
documents, electronically stored information, or tangible things@
permit the inspection of premises, need not appear in person at th€ glasg’of
production or inspection unless also commanded to appear for a depﬁgi' s
hearing, or trial.

(i) disclosing a trade secret o1
or commercial information; or

(ii) disclosing an unretained expert s@inion or information that does
not describe specific occurrences in disput esults from the expert’s
study that was not requested by a party.

(C) Specifying Conditions as an Alternative. 1 cumstances
described in Rule 45(d)(3)(B), the court may, instea@ shing or
modifying a subpoena, order appearance or productio specified
conditions if the serving party:

(i) shows a substantial need for the testimony or matecﬂ?at annot be
otherwise met without undue hardship; and %
(ii) ensures that the subpoenaed person will be reasonably ¢ @ated.

(1) Producing Documents or Electronically Stored Information. These O
procedures apply to producing documents or electronically stored
information:

(A) Documents. A person responding to a subpoena to produce documents
must produce them as they are kept in the ordinary course of business or
must organize and label them to correspond to the categories in the demand.

(B) Form for Producing Electronically Stored Information Not Specified.
If a subpoena does not specify a form for producing electronically stored
information, the person responding must produce it in a form or forms in
which it is ordinarily maintained or in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One Form. The
person responding need not produce the same electronically stored
information in more than one form.

(D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored information
from sources that the person identifies as not reasonably accessible because
of undue burden or cost. On motion to compel discovery or for a protective
order, the person responding must show that the information is not
reasonably accessible because of undue burden or cost. If that showing is

confidential research, development,
4

(e) Duties in Responding to a Subpoena.

%
(B) Objections. A person commanded to produce documents or tangibl ®1rnade, the court may nonetheless order discovery from such sources if the

things or to permit inspection may serve on the party or attorney designated
in the subpoena a written objection to inspecting, copying, testing, or
sampling any or all of the materials or to inspecting the premises—or to
producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for
compliance or 14 days after the subpoena is served. If an objection is made,
the following rules apply:

(i) At any time, on notice to the commanded person, the serving party
may move the court for the district where compliance is required for an
order compelling production or inspection.

(ii) These acts may be required only as directed in the order, and the
order must protect a person who is neither a party nor a party’s officer from
significant expense resulting from compliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the court for the district where
compliance is required must quash or modify a subpoena that:

(i) fails to allow a reasonable time to comply;

® ii) requires a person to comply beyond the geographical limits
eréi

ed in Rule 45(¢c);
@ requires disclosure of privileged or other protected matter, if no
excepto waiver applies; or
(ivAsybjgcts a person to undue burden.
B) Wher@tiﬁed To protect a person subject to or affected by a
subpoena, thé foupt’for the district where compliance is required may, on
motion, quash ox{modify the subpoena if it requires:

eguesting party shows good cause, considering the limitations of Rule
(2)(C). The court may specify conditions for the discovery.
(2) Cluimpyg Privilege or Protection.
agjon Withheld. A person withholding subpoenaed information

t f it is privileged or subject to protection as trial-preparation

(i) express ke the claim; and

(ii) describe the.nature of the withheld documents, communications, or
tangible things in a m: that, without revealing information itself
privileged or protectedy nable the parties to assess the claim.

(B) Information Produce information produced in response to a
subpoena is subject to a clamy%&rivilege or of protection as
trial-preparation material, the on making the claim may notify any party
that received the information of the claim and the basis for it. After being
notified, a party must promptly return, sequester, or destroy the specified
information and any copies it has; must not use or disclose the information
until the claim is resolved; must take reasonable steps to retrieve the
information if the party disclosed it before being notified; and may promptly
present the information under seal to the court for the district where
compliance is required for a determination of the claim. The person who
produced the information must preserve the information until the claim is
resolved.

(g) Contempt.

The court for the district where compliance is required—and also, after a
motion is transferred, the issuing court—may hold in contempt a person
who, having been served, fails without adequate excuse to obey the
subpoena or an order related to it.

@ For access to subpoena materials, see Fed. R. Civ. P. 45(a) Committee Note (2013).
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AO 88A (Rev. 02/14) Subpoena to Testify at a Deposition in a Civil Action ® .

|\
UNITED STATES DISTRICT CO

for the @
Southern District of Florida \2'

Q

Fifty-Six Hope Road Music Limited ) ®
Plaintiff ) @
V. ) Civil Action No. (?
) <7
Sandal Factory, Inc. ) 4‘

Defendant ) O
[ ]

SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION O

To: O@
Sandal Factory, Inc., 102411 Overseas Hwy, Key Largo, FL 33037

(Name of person to whom this subpoena is directed)

E{ Testimony: YOU ARE é%) MANDED to appear at the time, date, and place set forth below to testify at a
deposition to be taken in this civil ¥¢tion. If you are an organization, you must designate one or more officers, directors,
or managing agents, or designate othe@:rs ns who consent to testify on your behalf about the following matters, or
those set forth in an attachment: (}

See attached Exhibit A. @
Place: United Reporting RIS 'Date and Time:
66 West Flagler Street - 7th Floor \2

\/) | 04/22/2015 9:30 am

Miami, FL 33130 \

The deposition will be recorded by this method: @

electronically stored information, or objects, and must permitd ction, copying, testing, or sampling of the

N
O Production: You, or your representatives, must also brin&?h ou to the deposition the following documents,
material: %

OO,L

s
The following provisions of Fed. R. Civ. P. 45 are attached — Rule 45(c), relaﬁ{lg to the place of compliance;
Rule 45(d), relating to your protection as a person subject to a subpoena; and Rule 45(e) and (g), relating to your duty to
respond to this subpoena and the potential consequences of not doing so.

ate:
e CLERK OF COURT

OR
®®

‘@ Signature of Clerk or Deputy Clerk Attorney’s signature

SO
The name, a dr%, e-mail address, and telephone number of the attorney representing (name of party)
Opposer Fifty-Si @p Road Music Limited , who issues or requests this subpoena, are:

Bruce Hermelee, Esqy (1@ Coral Way, #303, Miami, FL 33145, (305) 748-6146, bhermelee@hermeleelaw.com
=

tice to the person who issues or requests this subpoena
If this subpoena commands t[&(of uction of documents, electronically stored information, or tangible things before
trial, a notice and a copy of the ﬁoena must be served on each party in this case before it is served on the person to
whom it is directed. Fed. R. Civ. P.458{(4).

O

<
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AO 88A (Rev. 02/14) Subpoena to Testify at a Deposition in a Civil Action (Page 2) ® .
|\
Civil Action No. @
PROOF OF SERVICE ,
(This section should not be filed with the court unless required by Fed. R. d“)/g 45.)

I received this subpoena for (name of individual and title, if any) ® @
on (date) ‘(?

(3 I served the subpoena by delivering a copy to the named individual as follows: (%,

[ ]
on (date) ; or O
(3 Ireturned the subpoena unexecuted because: O@

tendered to the witness th or one day’s attendance, and the mileage allowed by law, in the amount of
$ . ()s
My fees are $ for trav&%$ for services, for a total of $ 0.00

N4

I declare under penalty of perjury that this infoQa@n is true.

Date: j«&
J ‘0 Server’s signature

Pr’mt@ame and title

%

Server’s address

Unless the subpoena waéégd on behalf of the United States, or one of its officers or agents, [ have also
e

é@dditional information regarding attempted service, etc.:

5
Q
%

W,

“o

<



Case 4:15-mc-10010-JLK Document 1-3 Entered on F@%Docket 02/23/2015 Page 3 of 6

AO 88A (Rev. 02/14) Subpoena to Testify at a Deposition in a Civil Action (Page 3) ®( )\

Federal Rule of Civil Procedure 45 (c), (d), (e), and (g) (Efﬁ&ive 12/1/13)

(c) Place of Compliance.

(1) For a Trial, Hearing, or Deposition. A subpoena may command a
person to attend a trial, hearing, or deposition only as follows:
(A) within 100 miles of where the person resides, is employed, or
regularly transacts business in person; or
(B) within the state where the person resides, is employed, or regularly
transacts business in person, if the person
(i) is a party or a party’s officer; or
(ii) is commanded to attend a trial and would not incur substantial
expense.

(2) For Other Discovery. A subpoena may command:

(A) production of documents, electronically stored information, or
tangible things at a place within 100 miles of where the person resides, is
employed, or regularly transacts business in person; and

(B) inspection of premises at the premises to be inspected.

(d) Protecting a Person Subject to a Subpoena; Enforcement.

(1) Avoiding Undue Burden or Expense; Sanctions. A party or attorney
responsible for issuing and serving a subpoggda must take reasonable steps
to avoid imposing undue burden or expenéﬂ person subject to the
subpoena. The court for the district where co nce is required must
enforce this duty and impose an appropriate san€tijer,—which may include
lost earnings and reasonable attorney’s fees—on @(ty}r\ attorney who

fails to comply.
(2) Command to Produce Materials or Permit Inspect@

(A) Appearance Not Required. A person commanded to p: e
documents, electronically stored information, or tangible things@
permit the inspection of premises, need not appear in person at th€ glasg’of
production or inspection unless also commanded to appear for a dep@ s
hearing, or trial.

(i) disclosing a trade secret o1
or commercial information; or

(ii) disclosing an unretained expert séinion or information that does
not describe specific occurrences in disputi esults from the expert’s
study that was not requested by a party.

(C) Specifying Conditions as an Alternative. 1 cumstances
described in Rule 45(d)(3)(B), the court may, instea@ shing or
modifying a subpoena, order appearance or productio specified
conditions if the serving party:

(i) shows a substantial need for the testimony or mater'ﬁ@at annot be
otherwise met without undue hardship; and %
(ii) ensures that the subpoenaed person will be reasonably ¢ @ated.

(1) Producing Documents or Electronically Stored Information. These O
procedures apply to producing documents or electronically stored
information:

(A) Documents. A person responding to a subpoena to produce documents
must produce them as they are kept in the ordinary course of business or
must organize and label them to correspond to the categories in the demand.

(B) Form for Producing Electronically Stored Information Not Specified.
If a subpoena does not specify a form for producing electronically stored
information, the person responding must produce it in a form or forms in
which it is ordinarily maintained or in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One Form. The
person responding need not produce the same electronically stored
information in more than one form.

(D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored information
from sources that the person identifies as not reasonably accessible because
of undue burden or cost. On motion to compel discovery or for a protective
order, the person responding must show that the information is not
reasonably accessible because of undue burden or cost. If that showing is

confidential research, development,
*

(e) Duties in Responding to a Subpoena.

\%
(B) Objections. A person commanded to produce documents or tangibl ®1rnade, the court may nonetheless order discovery from such sources if the

things or to permit inspection may serve on the party or attorney designated
in the subpoena a written objection to inspecting, copying, testing, or
sampling any or all of the materials or to inspecting the premises—or to
producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for
compliance or 14 days after the subpoena is served. If an objection is made,
the following rules apply:

(i) At any time, on notice to the commanded person, the serving party
may move the court for the district where compliance is required for an
order compelling production or inspection.

(ii) These acts may be required only as directed in the order, and the
order must protect a person who is neither a party nor a party’s officer from
significant expense resulting from compliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the court for the district where
compliance is required must quash or modify a subpoena that:

(i) fails to allow a reasonable time to comply;

® ii) requires a person to comply beyond the geographical limits
séepéi

ed in Rule 45(c);
@ requires disclosure of privileged or other protected matter, if no
excepio waiver applies; or
(iv jects a person to undue burden.
B) Wher@titted. To protect a person subject to or affected by a
subpoena, thé foutfor the district where compliance is required may, on
motion, quash oxmodify the subpoena if it requires:

e%esting party shows good cause, considering the limitations of Rule

(2)(C). The court may specify conditions for the discovery.
(2) Claimpyg Privilege or Protection.

agjon Withheld. A person withholding subpoenaed information
in/that it is privileged or subject to protection as trial-preparation

(i) express@ke the claim; and

(ii) describe the.nature of the withheld documents, communications, or
tangible things in a m: that, without revealing information itself
privileged or protectedy nable the parties to assess the claim.

(B) Information Produce information produced in response to a
subpoena is subject to a clalm@rivilege or of protection as
trial-preparation material, the on making the claim may notify any party
that received the information of the claim and the basis for it. After being
notified, a party must promptly return, sequester, or destroy the specified
information and any copies it has; must not use or disclose the information
until the claim is resolved; must take reasonable steps to retrieve the
information if the party disclosed it before being notified; and may promptly
present the information under seal to the court for the district where
compliance is required for a determination of the claim. The person who
produced the information must preserve the information until the claim is
resolved.

(g) Contempt.

The court for the district where compliance is required—and also, after a
motion is transferred, the issuing court—may hold in contempt a person
who, having been served, fails without adequate excuse to obey the
subpoena or an order related to it.

@ For access to subpoena materials, see Fed. R. Civ. P. 45(a) Committee Note (2013).

"ﬁ%

“o

<



Case 4:15-mc-10010-JLK Document 1-3 Entered on F@%Docket 02/23/2015 Page 4 of 6

S

Q
EXHIBIT A 6\@

Notwithstanding any definition set forth below, each word, term or phr\a{gﬁed in this
Request is intended to have the broadest meaning permitted under the Federal Rules® ivil
Procedure. As used in this request, the following terms are to be interpreted in accordanc

o
these definitions: ;%

DEFINITIONS o

The following terms and definitions apply for all of the topics for examination, including O
this definitions sections:

1. “Opposgﬁ shall mean and refer to Fifty-Six Hope Road Music Limited and
includes any and all of its r@peessors and successors in interest, employees, licensees, agents
and representatives of the foreggo% and any other person acting or purporting to act on behalf
of any of the foregoing. @

2. “Applicant” shall mean an(f ésfer to Sandal Factory, Inc., and includes any and all
of its predecessors and successors in interest, a@ @1 all of its subsidiaries, affiliates and
affiliated entities, and its partners, employees, agents,)efficers, directors, licensees, and
representatives of the foregoing, and any other person a t% purporting to act on behalf of
any of the foregoing. .

3. The “Application” shall mean the trademark applicgt\@ filed by Applicant on
October 23, 2012, Serial No. 85/760,798, to register GNARLY MARI:%”S, which is the

é subject of Opposition No. 91212582 (the “Proceeding”).
’/5 4. The “MARLEY Marks” shall mean the trademark referred to in paragraphs 4-37

Q

()‘ of Opposer’s Notice of Opposition (“Notice of Opposition”) in the Proceeding.

Q

X 5. The “GNARLY MARLEY’S Mark” refers to the mark that is the subject of the

A%{'Z;ltion.
o o
construed in § he conjunctive and disjunctive; the word “all” means “any and all;” the word

“any” means “all\);%”

“o

<

he singular includes the plural and vice versa; the words “and” and “or” shall be
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TOPICS FOR EXAMINATION 6\@

1. Each of Applicant’s admissions or denials of the allegations ass% by Opposer

in its Notice of Opposition. ®@
2. Applicant’s responses to Opposer’s discovery requests served in the Proce (1%
3. Documents produced by Applicant in the Proceeding. 4\
4. Applicant’s attempt to register the GNARLY MARLEY’S Mark with the U.S. o

Patent & Trademark Office.
5. Applicant’s selection and adoption of the GNARLY MARLEY’S Mark.
6. Applica@{s earch report, or lack thereof, for the GNARLY MARLEY’S Mark.
7. Applicant’s4jst use of the GNARLY MARLEY’S Mark.
8. The goods and s(c%es on which Applicant has used the GNARLY MARLEY’S
Mark. @
9. Applicant’s knowledge of‘B>c; Marley.
10.  Applicant’s knowledge of the EY Marks.
11.  Applicant’s knowledge of Bob Marl&ﬁg (?\d/or Opposer’s association with the
\/P
12. Applicant’s intent to trade on Opposer’s gooQi.ll in the MARLEY Marks and/or

o

associated with Bob Marley. O

term “Marley.”

13. Applicant’s offering of the services listed in the Applic\z&n.

14.  Applicant’s marketing, advertisement, and promotion of the goods and services
listed in the Application.
() 15. Applicant’s sales of the goods and services listed in the Application.
X 16.  Applicant’s other applications for registration, if any, of trademarks identical or
si&gk'to, or including, MARLEY.

7@ Any confusion, mistake, or deception caused by Applicant’s use of the GNARLY

MARLEY’S@.?& in connection with the goods and services listed in the Application, including,

but not limited to, g@sion, mistake, or deception as to the affiliation, connection, or

2-

“o

<
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association of Applicant with Opposer, or confusion, mistake, or deceptic}?\ago 'Ehe origin,
sponsorship, or approval of Applicant’s goods, services, or commercial activiti\é Opposer.

18.  Any suggestion of a connection with Bob Marley caused or engendm@ @
Applicant’s use of the GNARLY MARLEY’S Mark. ‘(?

19. The type of customers who frequent or shop at, or who Applicant intends to %
frequent or shop at, Applicant’s retail stores operating under its GNARLY MARLEY’S Mark. .

o

20. The creation of any designs or logos used with the GNARLY MARLEY’S Mark. O

21. The decision to use designs and colors related to the Caribbean or Rastafarianism @

in conjunction with go@s{gﬂ services, and advertisements therefor, offered under the GNARLY
MARLEY’S Mark. ®

2
SMRH:436149618.1 ®®

b
Q
%
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|\
UNITED STATES DISTRICT CO

for the @
Southern District of Florida \2'

Q

Fifty-Six Hope Road Music Limited ) ®
Plaintiff ) @
V. ) Civil Action No. (?
) <7
Sandal Factory, Inc. ) 4‘

Defendant ) O
[ ]

SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION O

To: O@
Shawn Tolley, 102411 Overseas Hwy, Key Largo, FL 33037

(Name of person to whom this subpoena is directed)

&( Testimony: YOU ARE é%) MANDED to appear at the time, date, and place set forth below to testify at a
deposition to be taken in this civil ¥¢tton. If you are an organization, you must designate one or more officers, directors,
or managing agents, or designate othe@rs ns who consent to testify on your behalf about the following matters, or
those set forth in an attachment: (}

Q S

Place: - West Fuasjor Streot - 7h Fi ‘(/\Z ’ Date and Time:
es agler otreet - oor .
Miami, FL 33130 0, | 04/23/2015 9:30 am

The deposition will be recorded by this method: @ A

electronically stored information, or objects, and must permitq ction, copying, testing, or sampling of the

N
O Production: You, or your representatives, must also bring?h ou to the deposition the following documents,
material: %

OO/L

s
The following provisions of Fed. R. Civ. P. 45 are attached — Rule 45(c), relatflg to the place of compliance;
Rule 45(d), relating to your protection as a person subject to a subpoena; and Rule 45(e) and (g), relating to your duty to
respond to this subpoena and the potential consequences of not doing so.

ate:
e CLERK OF COURT

OR
®&S‘

\@ Signature of Clerk or Deputy Clerk Attorney’s signature

SO
The name, a dr%, e-mail address, and telephone number of the attorney representing (name of party)
Opposer Fifty-Si @p Road Music Limited , who issues or requests this subpoena, are:
Bruce Hermelee, Esqy }{8 Coral Way, #303, Miami, FL 33145, (305) 748-6146, bhermelee@hermeleelaw.com
=

tice to the person who issues or requests this subpoena
If this subpoena commands t[&(of uction of documents, electronically stored information, or tangible things before
trial, a notice and a copy of the &oena must be served on each party in this case before it is served on the person to
whom it is directed. Fed. R. Civ. P.4581£4).

%,
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Civil Action No. u@
PROOF OF SERVICE ,
(This section should not be filed with the court unless required by Fed. R. dﬁ% 45.)

I received this subpoena for (name of individual and title, if any) ® @
on (date) ‘(?

(3 I served the subpoena by delivering a copy to the named individual as follows: %,

[ ]
on (date) ; or O
(4 Ireturned the subpoena unexecuted because: O@

tendered to the witness th or one day’s attendance, and the mileage allowed by law, in the amount of
$ . (_)s
My fees are $ for trav&%ﬂs for services, for a total of $ 0.00

N4

I declare under penalty of perjury that this infoQa@n is true.

Unless the subpoena Waéad on behalf of the United States, or one of its officers or agents, I have also
e

Date: P

J& Server’s signature

Pr’mt@ame and title

%

Server’s address

6@dditional information regarding attempted service, etc.:

5
Q
%

W,

“o

<
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P

Federal Rule of Civil Procedure 45 (c), (d), (e), and (g) (Efﬂ@ive 12/1/13)

(c) Place of Compliance.

(1) For a Trial, Hearing, or Deposition. A subpoena may command a
person to attend a trial, hearing, or deposition only as follows:
(A) within 100 miles of where the person resides, is employed, or
regularly transacts business in person; or
(B) within the state where the person resides, is employed, or regularly
transacts business in person, if the person
(i) is a party or a party’s officer; or
(ii) is commanded to attend a trial and would not incur substantial
expense.

(2) For Other Discovery. A subpoena may command:

(A) production of documents, electronically stored information, or
tangible things at a place within 100 miles of where the person resides, is
employed, or regularly transacts business in person; and

(B) inspection of premises at the premises to be inspected.

(d) Protecting a Person Subject to a Subpoena; Enforcement.

(1) Avoiding Undue Burden or Expense; Sanctions. A party or attorney
responsible for issuing and serving a subpoggda must take reasonable steps
to avoid imposing undue burden or expené&n person subject to the
subpoena. The court for the district where co nce is required must
enforce this duty and impose an appropriate san€tjer,—which may include
lost earnings and reasonable attorney’s fees—on @r(ty{ attorney who

fails to comply.
(2) Command to Produce Materials or Permit Inspectt@

(A) Appearance Not Required. A person commanded to p: C.
documents, electronically stored information, or tangible things@
permit the inspection of premises, need not appear in person at th€ glasg’of
production or inspection unless also commanded to appear for a depﬁgi' s
hearing, or trial.

(i) disclosing a trade secret o1
or commercial information; or

(ii) disclosing an unretained expert s@inion or information that does
not describe specific occurrences in disput esults from the expert’s
study that was not requested by a party.

(C) Specifying Conditions as an Alternative. 1 cumstances
described in Rule 45(d)(3)(B), the court may, instea@ shing or
modifying a subpoena, order appearance or productio specified
conditions if the serving party:

(i) shows a substantial need for the testimony or matecﬂ?at annot be
otherwise met without undue hardship; and %
(ii) ensures that the subpoenaed person will be reasonably ¢ @ated.

(1) Producing Documents or Electronically Stored Information. These O
procedures apply to producing documents or electronically stored
information:

(A) Documents. A person responding to a subpoena to produce documents
must produce them as they are kept in the ordinary course of business or
must organize and label them to correspond to the categories in the demand.

(B) Form for Producing Electronically Stored Information Not Specified.
If a subpoena does not specify a form for producing electronically stored
information, the person responding must produce it in a form or forms in
which it is ordinarily maintained or in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One Form. The
person responding need not produce the same electronically stored
information in more than one form.

(D) Inaccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored information
from sources that the person identifies as not reasonably accessible because
of undue burden or cost. On motion to compel discovery or for a protective
order, the person responding must show that the information is not
reasonably accessible because of undue burden or cost. If that showing is

confidential research, development,
4

(e) Duties in Responding to a Subpoena.

%
(B) Objections. A person commanded to produce documents or tangibl ®1rnade, the court may nonetheless order discovery from such sources if the

things or to permit inspection may serve on the party or attorney designated
in the subpoena a written objection to inspecting, copying, testing, or
sampling any or all of the materials or to inspecting the premises—or to
producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for
compliance or 14 days after the subpoena is served. If an objection is made,
the following rules apply:

(i) At any time, on notice to the commanded person, the serving party
may move the court for the district where compliance is required for an
order compelling production or inspection.

(ii) These acts may be required only as directed in the order, and the
order must protect a person who is neither a party nor a party’s officer from
significant expense resulting from compliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the court for the district where
compliance is required must quash or modify a subpoena that:

(i) fails to allow a reasonable time to comply;

® ii) requires a person to comply beyond the geographical limits
eréi

ed in Rule 45(¢c);
@ requires disclosure of privileged or other protected matter, if no
excepto waiver applies; or
(ivAsybjgcts a person to undue burden.
B) Wher@tiﬁed To protect a person subject to or affected by a
subpoena, thé foupt’for the district where compliance is required may, on
motion, quash ox{modify the subpoena if it requires:

eguesting party shows good cause, considering the limitations of Rule
(2)(C). The court may specify conditions for the discovery.
(2) Cluimpyg Privilege or Protection.
agjon Withheld. A person withholding subpoenaed information

t f it is privileged or subject to protection as trial-preparation

(i) express ke the claim; and

(ii) describe the.nature of the withheld documents, communications, or
tangible things in a m: that, without revealing information itself
privileged or protectedy nable the parties to assess the claim.

(B) Information Produce information produced in response to a
subpoena is subject to a clamy%&rivilege or of protection as
trial-preparation material, the on making the claim may notify any party
that received the information of the claim and the basis for it. After being
notified, a party must promptly return, sequester, or destroy the specified
information and any copies it has; must not use or disclose the information
until the claim is resolved; must take reasonable steps to retrieve the
information if the party disclosed it before being notified; and may promptly
present the information under seal to the court for the district where
compliance is required for a determination of the claim. The person who
produced the information must preserve the information until the claim is
resolved.

(g) Contempt.

The court for the district where compliance is required—and also, after a
motion is transferred, the issuing court—may hold in contempt a person
who, having been served, fails without adequate excuse to obey the
subpoena or an order related to it.

@ For access to subpoena materials, see Fed. R. Civ. P. 45(a) Committee Note (2013).
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g@et No. 29WG-165308
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOAR
2\
In re Matter of Application No. 85/760,798 ‘(?
for the mark: GNARLY MARLEY’S ﬁ

Opposition No. %
Fifty-Six Hope Road Music Limited, NOTICE OF OPPOSITION °
Opposer,
V.
Sandal Factory, Inc., é

Q

Applicant. ()

o\,

Q)
Commuissioner for Trademarks @ .
ATTN: Trademark Trial and Appeal Boa}é
P.O. Box 1451

Alexandria, Virginta 22313-1451 ®,63?

Opposer, Fifty-Six Hope Road Music Limited, @Bahamas International Business

Dear Commissioner:

Company (“Opposer”), having its principal place of busine.ss@ Aquamarine House, Cable
Beach, Nassau, Bahamas, believes that it will be damaged by tha%gistration of the mark
GNARLY MARLEY’S, as shown in U.S. Application Serial No. 85/760,798 (the
é./ﬁ “Application™), and hereby opposes its registration on the following grounds:
®()~ FACTUAL BACKGROUND AS TO OPPOSER
®® 1. Opposer 1s owned and operated by the majority of the children and widow of the
w\g}ggénowned reggae artist, Bob Marley, and is the owner of all intellectual property rights in

the namQ@d likeness of Bob Marley, as well as those derived from the musical legacy of

09/17/2013 slj:;iMirolosz 5051? 760798 |
01 FCzé40p 300.00 TA O. \\\\\\\\m\(\!\g\“\m@m\i\w\‘!\\@!‘\N\“\
O 1. Pater and Tragerark Ofcs #72

O

<
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2. Bob Marley was born on the Caribbean island of Jmaic%is well-known for
his roots in the Caribbean. \Z O

3. Opposer first used the mark BOB MARLEY at least as early as@)@ for in |
Class 9 for audio/visual recordings featuring music; downloadable ring tones for cellﬁ? S,
musical sound recordings; digital music downloadable from the Internet. Such date of first 4/\0
precedes Applicant’s filing date. .

4. Opposer owns the trademark BOB MARLEY (Reg. No. 2,349,361) in Classes 3,
6, 9, 14, 16, 18, 21, 24, 25 and 26; the trademark BOB MARLEY (Reg. No. 3,934,083) in
Class 9 for r:tu-:lim’visua{Q %ordings featuring music; downloadable ring tones for cell phones,
musical sound recordings; @%music downloadable from the Internet; the trademark BOB
MARLEY (Reg. No. 3,692,924)@1 §]ass 43 for restaurant services, namely, preparation and
service of food and beverages for (@ mption; the trademark BOB MARLEY (Reg. No.
4,340,082) in Class 9 for cell phone acce@)éies, namely, headsets, audio speakers for cell
phones, and hands free headsets; computer ¢ cases; electronic docking and charging
stations for cell phones; electronic docking stations ﬁ@ ing speakers for portable electronic
devices and media players, downloadable photo images;@ buds; eyewear; cyewear cases,
goggles for sports; headphones; loudspeakers; and covers f(.)r @1 phones and other mobile
devices; the trademark BOB MARLEY AND THE WAILERS (ch@. 2,820,741) in Class 9
for series of sound and video recordings [eaturing music and downloadable sound and video
recordings featuring music, and Class 25 for T-shirts, thermal shirts, hats, caps, sweatshirts; the
()‘ trademark BOB MARLEY AND THE WAILERS (Reg. No. 3,849,342) in Class 18 for

«&ll-purpose carrying bags; the trademark MARLEY (Reg. No. 4,222,036) in Class 9 for
he/a%@fmes; ear buds; audio speakers; electronic docking stations; boom boxes; downloadable

video r\;? 53 featuring music, artistic performances, and information about audio equipment;
tronic newsletters in the field of entertainment and audio equipment; the

downloadable

trademark MARL eg. No. 4,333,844) in Class 41 for entertainment services, namely,

OO 2

<
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providing a website featuring information relating to music tours and li@(%ge events relating
thereto; nondownloadable video recordings featuring music, and artis‘l{::/yerfonnances;
organizing and conducting music tours; providing online electronic newsletters @@rcd by
email in the field of entertainment and audio equipment; the trademark M MARLEY & Design
(Reg. No. 4,222,035) in Class 9 for headphones; ear buds; audio speakers; electronic dock%
stations; boom boxes; downloadable video recordings featuring music, artistic performances, and  ©
information about audio equipment; the trademark M MARLEY & Design (Reg. No. 4,333,843)
in Class 41 for entertainment services, namely, providing a website fealuring information
relating to music tours él%%ive stage cvents relating thereto; nondownloadable video recordings
featuring music, and artisti@(e}bnnances; organizing and conducting music tours; providing
online electronic newsletters d&@fered by email in the field of entertainment and audio
equipment; the trademark MARLEY‘@D&FEE (Reg. No. 4,150,381) in Class 16 for grecting
cards, blank journals, bumper stickers, @endars, and stickers; the trademark MARLEY
COFFEE (Reg. No. 4,242,186) in Class 21 fo%ec cups, coffee mugs, travel mugs and
beverageware; the trademark MARLEY COFFEE (R . 4,158,045) in Class 25 for clothing,
namely, shirts, aprons, sweatshirts, underwear, infant wear@eepwcar; footwear; headwear; the
trademark MARLEY COFFEE (Reg. No. 3,871,574) in Clas; @‘or clothing, namely, t-shirts
and zippered pull-over jackets; the trademark MARLEY COFFEB@eg. No. 4,254,177) in
Class 30 for coffee, coffee-based beverages, espresso, tea, coffee beans, unroasted coffee; the
é/ﬁ trademark MARLEY COFFEE (Reg. No. 4,328,523) in Class 31 for unprocessed coffee; the

Q

()‘ trademark MARLEY COFFEE (Reg. No. 4,187,013) in Class 35 for retail store services

@@a‘[uring coffee, tea, beverageware, coffee makers, coffee grinders, and espresso makers, and
beafis? the trademark MARLEY COFFEE (Reg. No. 3,778,736) in Class 40 for coffee roasting
and proce@né the trademark MARLEY RESORT & SPA (Reg. No. 3,612,800) in Class 43 for
hotel services,@@nely, serving food and drinks and providing temporary accommodations and

lodging; the trade HOUSE OF MARLEY MARETT TSEHAI DAM & Design (Reg. No.

OO 3
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4,044,256) in Class 11 for lamps; the trademark HOUSE OF MARL@? ‘%ARETT TSEHA!
DAM & Design (Reg. No. 4,044,257) in Class 14 for clocks; the tradehé\;)? HOUSE OF
MARLEY MARETT TSEHAI DAM & Design (Reg. No. 4,044.258) in Class l@@oosters,
calendars, blank journals, notebooks, folders, pencil pouches, stickers, and iron-on tranw‘f%' he
trademark HOUSE OF MARLEY MARETT TSEHAI DAM & Design (Reg. No. 4,044,259% O
Class 18 for wallets; the trademark HOUSE OF MARLEY MARETT TSEHAI DAM & Design
(Reg. No. 4,044,260) in Class 20 for plastic key chains and mirrors, and in Class 21 for beverage
glassware and beverage mugs; the trademark HOUSE OF MARLEY MARETT TSEHAI DAM
& Design (Reg. No. 4@ 61) in Class 24 for bed or throw blankets, and fabric banners; the
trademark HOUSE OF MA@(E}\MARETT TSEHAI DAM & Design (Reg. No. 4,044,262) in
Class 25 for clothing, namely, @i&% t-shirts, tank tops, board shorts, and hooded shirts;
footwear; headwear; and belts; the tra k HOUSE OF MARLEY MARETT TSEITAT DAM
& Design (Reg. No. 4,044,263) in Classé:@ for ornamental novelty buttons; the trademark
HOUSE OF MARLEY MARETT TSEHAIT DA Design (Reg. No. 4,044,264) in Class 28
for jigsaw puzzles, puzzle cubes, and snowboard trademark HOUSE OF MARLEY
MARETT TSEHAI DAM & Design (Reg. No. 4,044,2% Class 34 for lighters for smokers
(hercinafter collectively referred to as “the MARLEY Marks’.’),@d all other rights associated
with goods and services offered under the MARLEY Marks (the “Ma@r Goods and Services™).
True and correct copies of the registrations of the MARLEY Marks are attached hereto as

Exhibit A.

()‘ 5. Opposer first used the mark BOB MARLEY at least as early as 1990 for greeting

Q

@Ids, stickers, portfolios, postcards, postcard books, songbooks, decals, trading cards, calendars,
no Qk?'and bookmarks in Class 16; for textile wall hangings in Class 24; for t-shirts, thermal
shirts, Q@s hats, caps, sweatshirts, ties and bandannas in Class 25; and for ornamental cloth

patches in Clas@?ﬁ Such date of first use precedes Applicant’s filing date.

0

?
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6. Opposer first used the mark BOB MARLEY at least%arly as 1992 for
backpacks, fanny packs, wallets and tote bags in Class 18. Such date of \{r}buse precedes
Applicant’s filing date. ®@

7. Opposer first used the mark BOB MARLEY at least as early as 1994 forfg(?ry,
watches and medallions in Class 14. Such date of first use precedes Applicant’s dates of ﬁrst%
in commerce claimed in the Application. °

8. Opposer first used the mark BOB MARLEY at least as early as 1995 for novelty
license plates in Class 6 and for mugs in Class 21. Such date of first use precedes Applicant’s
filing date. é é

9. Opposer ﬁrst@f%he mark BOB MARLEY at least as early as 1996 for incense
in Class 3, and for plastic cases%@ecpcrs and magnets in Class 9. Such date of first use
precedes Applicant’s filing date. @ \2'

10,  Opposer first used the mark @&MARLEY at least as early as February 6, 1999
for restaurant services, namely, preparation and ’@V e of food and beverages for consumption
in Class 43. Such date of first use precedes Applicant’iﬁ ing date.

11.  Opposer first used the mark BOB MARLEY@least as early as July 27, 2011 for
cell phone accessories, namely, headsets, audio speakers Em@ell phones, and hands free
headsets; computer carrying cases; electronic docking and charging%lations for cell phones;
electronic docking stations including speakers for portable electronic devices and media players;

downloadable photo images; ear buds; eyewear; eyewear cases; goggles for sports; headphones;

() loudspeakers; and covers for cell phones and other mobile devices in Class 9. Such date of first

Q

&&%recedes Applicant’s filing date,

\2 ’ . Opposer first used the mark BOB MARLEY AND THE WAILERS at least as
early as 1 or sound and video recordings in Class 9, and for t-shirts, thermal shirts, jackets,
hats, caps, swé% irts, tics, and bandannas in Class 25. Such date of first use precedes
Applicant’s filing eﬂ@‘

O.
OO 5
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13.  Opposer first used the mark BOB MARLEY AND TH%IL}SRS at least as
carly as January 2009 for all purpose carrying bags in Class 18. Such date 0?%1}5 use precedes
Applicant’s filing date. ®@

14.  Opposer first used the mark MARLEY at least as early as July 27, ﬁ&or

headphones; ear buds; audio speakers; electronic docking stations; boom boxes; downloadaﬂt{\o

video recordings featuring music, artistic performances, and information about audio equipment;
downloadable electronic newsletters in the field of entertainment and audio equipment in
Class 9. Such date of first use precedes Applicant’s filing date.

15. Opposeréyﬁ used the mark MARLEY at least as early as January 2011 for
entertainment services, name@@oviding a website featuring information relating to music tours
and live stage events relating thé@t : nondownloadable video recordings featuring music, and
artistic performances; organizing an@.\?nducting music tours; providing online electronic
newsletters delivered by email in the ﬁcld‘/;}éntertaimnent and audio equipment in Class 41.
Such date of first use precedes Applicant’s ﬁling@

16.  Opposer first used the mark MARLE \/ﬁrts and headwear at least as early as
February 2003. Such date of first precedes Applicant’s allefed first use date.

17.  Opposer first used the mark M MARLEY & D.e@ at least as early as July 27,
2011 for headphones; ear buds, audio speakers; electronic dockl‘@ slations; boom boxes;
downloadable video recordings featuring music, artistic performances, and information about
audio equipment in Class 9. Such date of first use precedes Applicant’s filing date.

18.  Opposer first used the mark M MARLEY & Design at least as early as July 27,

3b11 for cntertainment services, namely, providing a website featuring information relating to
musi glrs and live stage events relating thereto; nondownloadable video recordings featuring
music, a @istic performances; organizing and conducting music tours; providing online
clectronic ncwﬁg s delivered by email in the field of entertainment and audio equipment in

Class 41. Such date%st use precedes Applicant’s filing date.

. OO 6
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19.  Opposer first used the mark MARLEY COFFEE at least a%' as December 21,
2011 for greeting cards, blank journals, bumper stickers, calendars, and sﬁ{(yy in Class 16,
Such date of first use precedes Applicant’s filing date. ®@
20.  Opposer first used the mark MARLEY COFFEE at least as early as Decc@ 1,
2011 for clothing, namely, shirts, aprons, sweatshirts, underwear, infant wear; sleepw%
footwear; headwear in Class 25. Such date of first use precedes Applicant’s filing date. ° Q)
21.  Opposer first used the mark MARLEY COFFEE at least as early as May 28, 2009 O@
for clothing, namely, T-shirts and zippered pull-over jackets in Class 25. Such date of first use
precedes Applicant’s ﬁé\%iate.
22.  Opposer first the mark MARLEY COFFEE at least as early as April 2010
for unprocessed coffee in Class 3@%{% date of first use precedes Applicant’s filing date.
23.  Opposer first used the\@%r » MARLEY COFFEE at least as early as Aprl 22,
2009 for retail store services featuring c-offé@@, beverageware, coffee makers, coffee grinders,
and espresso makers, and beans in Class 35. Sl@ &te of first use precedes Applicant’s filing
date. "?& _
24.  Opposer first used the mark MARLEY C(@EE at least as early as April 22,
2009 for coffee roasting and processing in Class 40. Such dat; (ﬁ\fg)st use precedes Applicant’s
filing date. @
25.  Opposer first used the mark MARLEY RESORT & SPA at least as carly as

July 4, 2008 for hotel services, namely, serving food and drinks and providing temporary

&% accommodations and lodging in Class 43. Such date of first use precedes Applicant’s filing date.

)} 26.  Opposer first used the mark HOUSE OF MARLEY MARETT TSEHAI DAM &

Desig%’ t least as early as September 2009 for lamps in Class 11. Such date of first use precedes

Applicam@thng date.
\/fb
<
%
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27.  Opposer first used the mark HOUSE OF MARLEY MA&%T?EHAI DAM &
Design at least as early as December 2009 for clocks in Class 14, Such date o f'gﬁ use precedes
Applicant’s filing date. ®6)

28.  Opposer first used the mark HOUSE OF MARLEY MARETT TSEHAI f)%? &
Design at least as early as January 2010 for posters, calendars, blank journals, notebooﬁ\o
folders, pencil pouches, stickers, and iron-on transfers in Class 16. Such date of first use *°
precedes Applicant’s filing date.

29.  Opposer first used the mark HOUSE OF MARLEY MARETT TSEHAI DAM &
Design at least as earé;ﬁ November 2010 for wallets in Class 18. Such date of first usc
precedes Applicant’s filing 0@0

30, Opposer first used@&mark HOUSE OF MARLEY MARETT TSEHAI DAM &
Design at least as early as November %\%i‘or plastic key chains and mirrors in Class 20, and at
least as early as November 2009 for bever@@assware and beverage mugs in Class 21. Such
dates of first use precede Applicant’s filing date.@

31.  Opposer first used the mark HOUSE O%RLEY MARETT TSEHAI DAM &
Design at least as early as January 2010 for bed or throw bl@ets and fabric banners in Class 24.

Such date of first use precedes Applicant’s filing date. Q

O

32.  Opposer first used the mark HOUSE OF MARLEY MARETT TSEHAI DAM &

<( Design at least as early as December 2009 for clothing, namely, shirts, t-shirts, tank tops, board

’/§® shorts, and hooded shirts; footwear; headwear; and belts in Class 25. Such date of first usc
() precedes Applicant’s filing date.

) 33.  Opposer first used the mark HOUSE OF MARLEY MARETT TSEHAI DAM &

*

Desigh at least as early as August 2010 for ornamental novelty buttons in Class 26. Such date of

first use ﬁ%s Applicant’s filing date.

. OO 8
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34.  Opposer first used the mark HOUSE OF MARLEY MAI%T%EHAI DAM &
Design at least as early as October 2009 for jigsaw puzzles, puzzle cubes, 5{ owboards in
Class 28. Such date of first use precedes Applicant’s filing date. ®@

35,  Opposer first used the mark HOUSE OF MARLEY MARETT TSEHAI % &
Design at least as early as September 2010 for lighters for smokers in Class 34. Such datez%
first use precedes Applicant’s filing date. °

36.  The Marley Goods and Services have been favorably received and are otherwise
recognized by the consuming public and are associated with Opposer and the late musical
legend, Bob Marley. éé

37. The MARLE ks are advertised and promoted together, in whole or in part,
and constitute a family of trademgay

FACTUAL BACKGRO@\?REGARDING THE APPLICATION

38.  On October 23, 2012, App% Sandal Factory, Inc. (“Applicant”), having a
place of business at 102411 Overseas Highway, é?f argo, Florida 33037, filed the Application
seeking registration, on an intent-to-use basis, of GN MARLEY’S for apparel, namely, t-
shirts, shirts, pants, shorts, and dresses in Class 25; so@‘nirs and novelty goods, namely,
ornamental novelty buttons, badges, and pins in Class 26; a.n@tail store services featuring
clothing, souvenirs, and novelty gift items in Class 35. @

39.  The Application was published for opposition in the Official Gazette on May 21,
2013, Opposer was granted a thirty-day extension and a sixty-day extension of time to oppose
()‘ the Application.

X 40.  Applicant is currently using the mark for retail store services featuring clothing,

souvzﬁ\i/g, and novelty gifts. Applicant uses a Caribbean theme for its retail store services.
@ FIRST GROUND - LIKELIHOOD OF CONFUSION

41. @(g?scr incorporates the allegations contained in Paragraphs 1 to 40 herein.

%
C ;
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42. Applicant’s proposed mark is similar in sound, appearan d meaning and is
confusingly similar to Opposer’s MARLEY Marks. Further, the goods and sel%% to be offered
by Applicant are identical in some instances and similar and related in other insta@@o those

offered under Opposer’s MARLEY Marks. (?

43, Applicant’s mark is likely to cause confusion, mistake, or deception as to 4{\0

source, origin, affiliation, connection or association of Applicant’s goods and services offered or
to be offered under the GNARLY MARLEY’S mark.
SECOND GROUND - LIKELIHOOD OF DILUTION

44, Opposcréiyﬁrporates the allegations contained in Paragraphs I to 43 herein.

45.  The MARL (%uks are inherently distinctive and have acquired secondary
meaning and arc associated With@wser and Bob Marley. The MARLEY Marks are famous
and distinctive and Bob Marley is fam \}jthin the meaning of the Federal Trademark Dilution
Act. Applicant filed the Application after@e@'lARLEY Marks and Bob Marley had become
famous, and Applicant seeks to commercially usé@: plied-for mark GNARLY MARLEY’S.

46.  The mark shown in the Applicationﬁ?\}ﬁly to dilute Opposer’s MARLEY
Marks. O

THIRD GROUND - FALSE ASSOCIATION W.I'@BOB MARLEY

47.  Opposer incorporates the allegations contained in Parag@hs 1 to 46 herein.

48.  The name and mark MARLEY is associated with Bob Marley and Opposer.
Bob Marley is and has been enormously famous and world renowned for many ycars.

49.  Opposer’s MARLEY Marks were used prior to Applicant’s use of, or filing date

«§F the application to register, GNARLY MARLEY’S.
\2 50, Applicant’s proposed mark is the same or a close approximation of, as
Bob Marl@game and trademark, which was previously used by and associated with Opposer

and Bob Mar ag%?e name and mark MARLEY is recognized as such, in that it uniquely and

OO
. OO 10

<

unmistakably poin pposer and/or Bob Marley. Neither Opposer nor Bob Marley is

0
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connected with the goods or services sold, to be sold, offered, or to %red by Applicant
under the GNARLY MARLEY’S mark; and the fame and reputation of Oppos\g Bob Marley
is of such a nature that a connection with Opposer and Bob Marley is pre@ when

Applicant’s GNARLY MARLEY’S mark is used on or with Applicant’s goods and servic 5(?

51.  The registration of the GNARLY MARLEY’S mark will falsely sugges O

connection, association, or sponsorship with Opposer and/or Bob Marley. Consumers will
erroncously believe that Applicant’s goods and services are licensed or sponsored by, or
otherwise connected, affiliated, or associated with, Opposer and/or Bob Marlcy.
éé DAMAGE TO OPPOSER
52. As a result c@ Gyof the foregoing, the maturation of the Application into a
registration would (a) cause a li@'&qod of confusion, mistake, or deception as to the source,
origin, affiliation, connection, or assc@\t}sm of Opposer’s MARLEY Goods and Services and
Applicant’s GNARLY MARLEY’S goods Q&frvices, (b) cause a likelihood of dilution of the
MARLEY Marks, and (c) falsely suggest a con (@n or association with Bob Marley and/or
Opposer. ' (?4\
53.  Opposer would bc damaged by the regiQion of the mark shown in the
.
Application, in that such registration would give Applicant a pr@dacie exclusive right to the
use of GNARLY MARLEY’S, despite the likelihood of confusiﬁ@mistake, or deception,
likelihood of dilution, and likelihood of false connection or association with Bob Marley

described above, and will allow Applicant to trade on Opposer’s existing goodwill in the

@ MARLEY Marks.

) PRAYER
\2 EREFORE, Opposer prays that this Opposition be sustained in favor of Opposer, that

the Appli% be rejected, and that registration of the Application be refused.

OO 11
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Please charge the requisite $300 opposition filing fee and any%tional amounts to

Deposit Account No. 50-5691. \Z\/b

Respectfully submitted, ®%

Dated: September i1, 2013 Q/\M -P-:Q—;, (%
] y}/{ Pietrini
0

SAEPPARD MULLIN RICHTER & HAMPTON LLP

1901 Avenue of the Stars, Suite 1600 o

Los Angeles, California 90067-6017 Q
(310) 228-3700 O /?)

Attorneys for Opposer
Fifty-Six Hope Road Music Limited

®((/}ERTIFICATE OF SERVICE

1 hereby certify that this Q@%f Opposition is being deposited with the United States

Postal Service, postage prepaid, first tlags mail, in an envelope addressed to:

N4

Sandal Factory, Inc. Francisco Ferreiro
102411 Overseas Highway ® alloy & Malloy, P.L.
Key Largo, Flortda 33037

SW 3™ Ave
M{ﬁ%‘ °f, 33129-2317
i 1. 33

on this 11" day of September, 2013.

LaTrina A. M artmk’

CERTIFICATE OF MAILING

6(5 [ hereby certify that this correspondence is being deposited with the United States Postal
® Service as first class mail in an envelope addressed to: Commissioner for Trademarks, P.O. Box
( )~ 1451, Alexandria, VA 22313-1451, on this | 1™ day of September, 2013.

s

Dy

SMRH: 408

S
%,
%
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Int. Cls.; 3, 6, 9, 14, 16, 18, 21, 24, 25, 26 and 34

Prior U.5.Cls.x 1,2, 3, 4, 5, 6, 8, 9, 12, 13, 14, 17,
21, 22, 23, 15, 26, 27, 28, 29, 30, 33, 36, 37, 38, 39,

40, 41, 42, 50, 51 and 52

United States Patent and Trademark Office

Reg. No. 2,349,361
Registered May 16, 2000

TRADEMARK
PRINCIPAL REGISTER

&
%,
S

FIFTY-SIX HOPE uoaé&s/jc LIMITED {BA-

HAMAS INTERNATIONAL/BUSINESS COM-

PANY) \2 ¢

AGUAMARINE HOUSE
CABLE BEACH
NASSAU, BAHAMAS

FOR: INCENSE, TN CLASS 3 {U.5, cn.@a
50,51 AND 5.

FIRST USE 0-0-1996;
0-0-1996.

N  COMME

PREGIOUS METAL, IN CLASS 6 (U5, CLS. 2,
17, 17, 34, 23, 25 AND '5Q).

FIRST USE 0-0-1095;
0-0-1995. )

FOR: PLASTIC CASES FOR BEEPERS; MAG-
NETS, IN'CLASS 9 (IS, CLS. 2], 23, 26, 36 AND
38

FIRST USE
0-0-i988.

FOR: JEWELRY; WATCHES; MEDALLIONS,
IN CLASS 14 (V.S GLS. 2, 27, 28 AND 50).

FIRST USE 0-0-193% IN COMMERCE
B-0-1994.

FOR: GREETING CARDS, STICKERS; STA-
TIONERY TYPE PORTFOLIOS; FOSTERS
POSTCARDS; POSTCARD BOOKS;, SONG-

I COMMERCE

0-0-199¢; N COMMERCE

BOOKS; DECALS; TRADING CARDS, CALEN-

DARS; NOVELS; BOOKMARKS, [N CLASS 16
(15, CLS. 2, 5, 22, 23, 29, 37, 38 AND 50).

FIRST USE 0-0-i93% IN COMMERCE
0-0-1990.

BOB MARLEY

FOR: BACKPACKS; FANNY PACKS; WAL
LETS; TOTE DAGS, IN CLASS. (8 (LS. CLS. 1.2,
3,12 AND 81,

PIRST USE
0-0- 1992, _

FOR: MUGS, TN CLASS 21 (5. CLS. 2, 13, 23
79, 3D, 33, 4D ANDY 5DY.

FIRST USE 0 0-1995;
0-8-1995.

0-0-1992, TN COMMERCE
IN  COMMERCE

TEXTILE WALL HANGINGS, [k

FOIL:
(?c AS55 24 (LS. CLS. 42 AND 40, o
FOR: NOVELTY LICENSE PLATE OF NON- RST USE 0-0-1350; IN COMMERCE
[

1550, .
RT-SHIRTS; THERMAL SHIRTS; JACK
BTS, . CAPS; SWEATSHIRTS; TIES; BAN
DA N CLASS 23 (US. CLS. 22 AND 39)
FiRS 0-0-1960; IN COMMERCE
0-0-1950.
FOR: orﬂq?guir:rm, CLOTH PATCHES. Ib

DSE

CLASS 26 (U.5(CDS. 37, 39, 40, 42 AND. 50
FIRST US 1990, (N COMMERCT
0-0-1990.
_FOR: SMOKING ®tD
LS. 2, 8,9 AND 7).
FIRST USE. 0-0-1996;
0-0-1996.
BOB MARLEY IS THE MAME OF AN INDH
VIDUAL WHO IS NOW DECEASED.

, IN CLASS M {(US

IN COMMERCH

SER. NO. 75-4§9,475, FILED 5-21-1998.

SHAMMA DLAUSTEIN, EXAMINING ATTOR
NEY

«55 |
o~
7
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nited Stateg of @mer %

Buited Statey iBatmt anb ﬂtramzmarh Ofice a /p

BOB MARLEY O/;)

Reg. No. 3.93 5 FIFTY-SLX: HOPE ROAD MUSIT LIMITED (BAHAMAS INTERNATIONAL BUSINESS
. CUMPANTY)
Registered Man 22) 2011 AQUAMARINE HOUSE, CABLE BEACH

MABSATT BAHAMAS
Int. CL: 9 ® :
12: AUDIGIVISUAL RECORDINGS FEATURING MUSLC; DOWNLOADABLE RING TONES

TOR CELL PHONES, MUSICAL SOUND RECORDINGS, DIGITAL MUSTEDOWNE OADABLE
TRADEMARK THE INTERNET, [N CLASS 9 (US. C1.5. 21, 23, 26, 36 AN 38).
PRINCIPAL REGISTER TIRSTIEE 0-0-197 TN COMMERCE (LO-1970,

THE MA SISTS OF STANDARD CHARACTERS WITHQUT CLAIM TO ANY PAR-

T[CUI_.ART' I%, SIZE, OR COLOR.
OWNER OF 0.5, 5. 2,349,360, 2820, 741, AN 3 692 904,

THE MAME *BOB MAL 1:§ NOT IDENTIFY A LIVING INDEVIDUAL.

SER, NO, #5.050,981, FILED 5

SANTEEY VOHRA, TXAMINING ﬁ%

S
63%
%
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@mtg‘g States of Qmm, (%7

Wnited States Patent and Trabemark Office

BOB MARLEY 'oo

Reg. No. 3,692,924 FIFTY STX HOPE ROAD MUSIC, LIMITED (BAHAMAS INTERNATIONAL BUSINESS

Reg;stered Oct, 6 2009 COMPANY)
AQUAMARINE HOUSE CABLE BEACH

NASSAU, BAHAMAS

Int.
FOR: RESTAURANT SERVICES, NAMELY, PREEARATION ANT) SERVICE OF FOOD AND

@ BEVERAGES FOR CONSUMPTION, IN CI.ASS 43 (U.S. CLS. 100 AND 101},
SERVICE MA
PRINCIFAL REGISTER USE 2-6-1999, IN COMMERCE 2-6-19%9.
%x CONSISTS OF STANDARD CHARACTERS WITHOUT CLATM TO ANY PAR-
\/g STYLE, STZF, OR COLOR.
QWNER OF G, NOS. 2,349,361 AND 2,820,741,
8 76-656,675, ms@y-zoos.

HOWARD SMIGA, E TTORMEY

* .
% Linectur ol the United States Patens ol Lolewnurs Offis

S
63%
%
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(ited States of @mer S 2%,

Tunited Htates Patent and Trabvemark Office

](E}OB MARLEY
%

Q

Reg. No. 4,340,082 (-rggsm HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS

Registered May 21, 2013 aq NE HOUSE, CABLE BEACH
HNASS, TAMAS
Int. Cl: 9 ?%
_ FOR: CELL i ACCESSORIES, NAMELY, HEADSETS, AUDIO SPEAKERS FOR CELL
FHONES, AND FREE HEADSETS; COMPUTER CARRYING CASES; ELECTRONIC
TRADEMARK DOCKING A'N'D GING STATIONS FOR CELL PHONES; ELECTRONIC DOCKING
STATIONS INCLUDI AKERS FOR PORTABLE ELECTRONIC DEVICES AND MEDIA
PRINCIPAL REGISTER PLAYERS; DOWNLOA PHOTO IMAGES; EAR BUDS; EYEWEAR;, EYEWEAR
CASES; GOGGLES FOR S>HEADPHONES; LOUDSPEAK ERS; AND COVERS FOR
CELL PIIONES AND OTHER L DEVICES, IN CLASS 9 (U.S. CLS§. 21, 23, 26, 36 AND

38).

FIRST USE 7-27-2011, IN COMMERCE 11,

THE MARK CONSISTS QF STANDARD CI@CTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, 51ZE, OR COLOR.

OWNER OF U.S. REG. NUS. 2,349,361, 2,820,741, A@692,924.
TIIE NAME "BOB MARLEY" DOLS NOT IDENTIFY A L%NDIVIDUAL
SN 85-978,890, FILED 5-30-2010.

SANIELEY VOHRA, EXAMINING ATTORNEY

Q
@@ / ﬁ?f@

Aeting FHreeior of Use Uadied 2i34er Pargel ot Tradimark Chtlce

Q
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B/
%

o
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Int. Cls.: 9 and 25 | ®@
Prior U.S. Cls.: 21, 22, 23, 26, 36, 38 and 39 \/?
Reg. No. 2,820,741 /L‘

United States Patent and Trademark Office  Registered Mar. 9, 2004

TRADEMARK : o
PRINCIPAT. REGISTER O

BOB MARLEY AND THE WAILERS

FIFTY SIX HOPE ROAI%S} LIMITED (BA- FOR: T-SHIRTS, THERMAL SHIRTS, JACKETS,

HAMAS INTERNATIONKL/BUSINESS COM- HATS, CAPS, SWEATSHIRTS, TIES, BANDANAS, IN
PANY) CLASS 25 (U.S. CLS, 22 AND 39).

AQU EHOUSE CABLE B FIRST USE 0:0-1973; IN COMMERCE 04-1973.
NASSAU, BAHAMAS
) . OWNER OF U.S. REG. NO. 2,149,361,

FOR: SERIES OF SOUND AND VIDEO Rﬁ% THE NAME "BOB MARLEY" REFERS TO THE

INGS FEATURING MUSIC AND DOWNLO&D) 1,0 opasED, WORLD-RENOWNED MUSICIAN,
ARLE SOUND AND VIDEO RECORDI 5 TER AND COMPOSER
FEATURING MUSIC, IN CLASS 9 (US. CLS. 21, 23@" Al '

26, 36 AND 3§). NO. 76441,329, FILED 8-19-2002,
WE

FIRST USE 0-0-1973; IN COMMERCE 0-0-1973. (?DDMAN, EXAMINING ATTORNEY

%

o

?
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&
Q
@\‘ﬁm States of Qmerl %,

Muited States Patent anty Teaetmark Sifice a (?%

BOB MARLEY AND THE WAILERS

Reg. No. 3,849 42 FIFTY-8]% HOPE ROAD MUSIC LIMITHD (BAHAMAS INTERNATIONAL BUSINESS
. _ COMPANY) '
Registered Se 2010 AQUAMARINE HOUSE, CABLE BEACH
NASSAU, DALIAMAS
Int. CL: 18 @ B _
0): ALL PURFOSE CARRYING BAGS, N CLASS 18(U.5. CLY, 1,2 3,22 ARD 41},
TRADEMARK r DS 1:0-2009; TN COMMERCE 1-4-2009.
PRINCIPAL REGISTER m& K. CONSISTS OF STANDARD CITARACTERS WITIIOUT CLAIM TO ANY FAR-
ct NT, STYLE, SIZE, OR COLOK.

.
(WNER O {g REG. NO5. 2,349,341, 2,820,741, AWD 3,512,800

THE NAME "BOR Y™ DOES NOT IBENTIFY A LIVING INDIVIDUAL.
SER. NO. 77-738,863, 3 7-2009.
SUZANNE B ANE, EXAMI FIORNIEY

®

O@ Qi 5 E s

@ Lrreitoie i Ui Lo St %ac] ol B bt A0Micar
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5
Q
gnited States of Ampy; %

United Htates Patent and Wrabemark Bffice ‘? %

MARLEY ”

Q

Reg, No. 4,222,036 O ETY-SDX HOPE ROAD MUSIE LIMITED (BAHAMAS INTERNATIONAL BUSINESS
COMPANY)
Kegistered Oct. 9, 2012 mwum IHOUSE, CABLE BEACH
N ¥ MAT

BAHAMAS 0
Int. Cl.: 9 ég
FOR: FEARDI =S, EAR BUDS; AUDTO SPEAKERS; ELECTRONIC DOUKING STATIONS:
BOOIM BOXEZS: DOWNLOADAEE VIRED RECORIINGS I'EATURING MUSIC, ARNESTIC
TRADEMARK .PE.R[-‘QI{MM\_A*ND INFORMATION A BOLTT AL COUTPMENT; DOWNLOADABLE
ELECTRONIC N

PRINCIPAL REGISTER EOUIPMENT, [N CLENYS U8, CLS. 21, 23, 26, 36 AND 3R),
FIRST USE 7-27-2011; 1 MMERCE 7-27-2011.

THE MARK CONSIATS OF ST{S{?gTJ CHARACTERS WITHOUT CLAIM TO ANY PAR-

| @"’DERS IN THE FIELD OF ENTERTATNMENT AND AUDIC

TICHLAR FONT STYLE, SIZLE O %
OWNWER OF U3, REG. NOS. 2,342.361, @ ANDOTHERS.

S1IR. NG 85461 3,215, FILED 3-7.2012
®

DAVID COLIIER, EXAMINING ATTORNEY O

?

S
63%
%

o
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Q

5

: | Q
«ob States of Apypps %
@“‘tgﬂinﬁw Hiates Patent and Trabemark @ﬂe ICQ (?%

Q

O
%

ARLEY ’

Reg. No. 4,333,844 (F%Eplx HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS

ANY)
Registered May 14,2013 ¢ /\&5&1]‘4’5 HOUSE, CABLE BEACH
NASSA ,p?;;wmso
Int, Cl.: 41 .
FOR: ENTEL ENT SERVICES, NAMELY, PROVIDING A WEBSITE FEATURING
INFORMATIO ING TO MUSIC TOURS AND LIVE STAGE EVENTS RELATING
SERVICE MARK THERETO; NO OADABLE VIDEOQ RECORDINGS FEATURING MUSIC, AND

PRINCIPAL REGISTER PROVIDING ONLINE ERE NIC NEWSLETTERS DELIVERED BY EMAIL IN THE

ARTISTIC PERFO! ES. ORGANIZING AND CONDUCTING MUSIC TOURS;
FIELD OF ENTERTAINME| (.?UDIO EQUIPMENT, IN CLASS 41 (U.8. C1.S. 100, 101

AND 107).
FIRST USE 1-0-2011; IN COMMERCE-0-2011
THE MARK CONSISIS OF STANDARD%CI’ERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, 8IZE, OR COLOR

OWNER OF U.S, REG, NOS, 2,345,361, 4,044,256’\]\1@'1‘[‘1]3125.

SER. NO, 85-615,216, FILED 5-3-2012, O

DAVIL COLLIER, EXAMINING ATTORNEY @

e
@ ’mm.m.u..‘..,......,.‘._..m..mm.
O%)
45
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&
®
&
@ qited States of @me ‘5)

Wnited States Patent and Teanentack Sifice /p

Na 000

%MARLEY

Reg. No. 4,222,035 srxnorr ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS
Registered Oct. 9, 2012 ?J '

RlNl‘ AOLSE, CABLE BIEACH

TAMAS O
Iat. Cl.: 9 *@ |
TOR: FIEA _S; EARBUDS, AUTHOSPEAKERS; ET.FECTRONIC DOCKING STATIONS,
BOONM BONER DOWNLOADABLE VIDED RECORDINGS FEATURING MUSIC, ARTISTIC
TRADEMARK PERFORMANCEY, AND INFORMATION ABDUT AUDIO EQUITMENT. IN CLASS 9 (U35,

CL.8. 9123, 16, 36 .
FRINCIPAL REGISTER
FIRST USE 7-27-211; IN {@1]-‘“(:[—2 1272001

OWNER OF TS, REG. HUS._” 0-14 256 AND OTLIERE.

THE MARK CONSISTS OF A CA DBETWEEN TIE PEAKS OF A STYLIZED
CAPUTAL "M" ALL CENTERED AIZO O‘RD "MARLEY®,

SER. NO. 85-613,212. FILED 35-3-2012.

DAVTD C()f TALR, FXAMINING ATTORNEY ®

O

?

S
63%
%

o
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5

Q
4ol States of uyp,. %
@“‘te&{nﬁeh States Patent anb mrﬂﬁeinark EBf]f:l’i;lerl[‘? (?%
. %
Y

N
/) |
®(IV)II\RLEY

Reg. No. 4,333,843 FIELY-SIX HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS
: NY)
Registered May 14,2013 aqu E HOUSE, CABLE REACII
HAESA MASD
Int. Cl.: 41 .
FOR: ENTER NT SERVICES, NAMELY, PROVIDING A WEBSITE FEATURING

INFORMATION WING TO MUSIC TOURS AND? LIVE STAGE EVENTS RELATING

SERVICE MARK THERETQ, NON ADABLE VIDEO RECORDINGS FEATURING MUSIC, AND
ARTISTIC PERFU BES: ORGANIZING AND CONDUCTING MUSIC TOURS;
PRINCIPAL REGISTER PROVIDING ONLINE ELE NIC NEWSLETTERS DELIVERED BY EMAIL IN THE
FIELD OF ENTERTAINME UDIO EQUIPMENT, IN CLASS 41 (11.8. C1.8. 100, 101
AND 107,
FIRST USE 1-0-20115 IN COMMERC 5 1-pall.
CWNER OF U8, REG. NOS. 2,349,361, 4, AND OTHERS.
THE MARK CONSISTS OF A CARET CENTERER BETWEEN THE PEAKS OF A STYLIZED
CAPITAL "M", ALL CENTERED ABOVE TIE WO RLEY",
SER. NO, 85-615.214, FILED 5-3-2012, O
DAVID COLLIER, EXAMINING ATTORNEY @
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&
®
@“ﬁﬂ] States of @mel, %

Tnited States Patent anly Teabenmarh Sfice ‘? (?%

;\/IARLEY COFFEE K
4

Q

Reg, No. 4,150,381 (}-’ww‘sm HOPE ROAD MUSIC LIMITED (BAHAMAS A BAFAMAS [NTERNATIONAL
. . TISTNESS COMPANY)
Registered May 29, 2012 {g&mu NEHOUSE, CARLE BEACL
N

L BAHAMAS
Int, CL: 16 .
FOR: OR4: ?‘G CARDS, BLAMK JOURNALS, BUMPER STICKERS, C.-’\l._EI_\l'DA RS, AND

SIICK RS, 1 ASS 1A (ULR CLS. 2,5, 22, 33, 24, 37, I AND 50}
TRADEMARK
FIRST USE 12-2%- LN COMMERCE 12-21-2011,
PRINCIPAL REGISTER @
TIHE MARK CONSYS RANDARD CHIARACTERS WITHOUT CLAIM TO ANY PAR-

TICULAR FONT, 'R["(L COLGR.

SW 77-4465,753, FILED 5-5-200

INGA ERVIN. EXAMINING ATTOR. w

S
63%
%
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| ®
x o Dtates of Yup,.,
@“‘t WUnited States Patent and Travemark @Elti{} E lt& (?%

0

l\({[ARLEY COFFEE K

3

Q

Reg. No. 4,242,186 (@sxx HOPF, ROAD MUSIC LIMITED /0 BOB MARLEY MUSIC (BAHAMAS A

. AMAS INTERNATIONAL RUSINESS COMPANY)
Registered Nov. 13, 2012 g A@JNE HOUSE, CABLE BEACH

NASSAY) BREAMAS
Int. Cl.: 21 .
FOR: COFFEE.CUPS, COFFEE MUGS, TRAVEL MUGS AND BEVERAGEWARE, IN CLASS

21 (U.S. CLS. 2,13, 23,29, 30, 33, 40 AND 50).

TRADEMARK X )
PRINCIPAL REGISTER

FIRST USE 12.21.2011;®:0 ERCE 12-21-2011.

THE MARK CONSISTS O
TICULAR FONT, STYLE, SIZE

RD CHARACTERS WITHOUT CLAIM T ANY PAR-
GLOR.

SN 77-465,923, FILED 5-5-2008, 0
INGA ERVIN, EXAMINING ATTORNEY O

000)

\2 ipector af the United Sutes Putend snd Trademark [ifice

Q
Q N
Y
%

o
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tates’ 0
@ \tﬁh é f gmgr (?\/E?/L\

Wnited Htates Patent and Trabemmark Bifice

MARLEY COFFEE X
&
%

Reg. No. 4,158,045 Q/}imsrx HOPE ROAD MUSIC LIMITED (BAHAMAS A BAHAMAS INTERNATIONAL

L USINESS COMPANTY)
Registered June 12, 2012 AUAMARINE 1HOUSE, CABLE BEACH

Int. CL: 25 N QS\\J BAHAMAS

FOR: IING; MAMELY, SHIRTS, APRONS, SWEATSHIRTS, UNDERWEAR, INFANT
WTAR; SLEEP I| AR, FODTWEAR; NEADWEAR. IN CLASS 25 {U.S. CLS. 22 AND 3%}

TRADEMARK
PRINCIPAL REGISTER

FIRST USE 12-2@1; N COMMERCE 12-21-2011.

THE MARK CONSISES NDMU) CHARACTERS WITTIOLTT CLAIM TOANY PAR-
TICTIT.AR FONT, $TW1. E it COLOR.
4N 77-165,974, FILED 5-5-X)

[NGA ERYIN, EXAMINING ATTC ‘0

S
63%
%
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Q

tltBE 0 @

Wnited $States Patent andy Travemark Office

MARLEY COFFEE OO

?

Reg. No. 3,871, S’ZQ FIFTY-SIX HOPE ROAD MUSIC LIMITED (BAHAMAS A BAHAMAS INTERNATIONAL
{

BUSINESS COMPANY)
Registered Nov. AQUAMARINE HOUSE, CABLE BEACH

NASSAU, BAHAMAS

Int, CL: 25
"OR: CLOTHING, NAMELY, T-SHTRTS AND ZIPPERFD PULL-OVER JACKETS, IN CLASS
. CLS, 22 AND 39},
TRADEMARK
F[RST@ 5-28-2009; IN COMMERCE 5-28-2009.
PRINCIPAL REGISTER

THE MAK HSTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONJ, STYLE, 51ZE, OR COLOR.

SN 77978626, FIL

NGA ERVIN, EXA

«?m
Y
%

N
g
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&
an wited States of QmEr %35)

United States Patent aud Travemark Office (%

MARLEY COFFEE
&
%

Q

Reg. No, 4,254,177 (‘H‘? _SIX HOPE ROAD MUSIC LIMITED (BAHAMAS A BAHAMAS INTERNATIONAL
INESS COMPANY)

Registered Dec. 4, 2012 g NE HOUSE, CABLE BEACH
ansﬁg%mz\s
Int, CL: 30

“FOR: COFFEE, EE-BASED BEVERAGES, ESFRESSQ, TEA, COFFEE BEANS, UNRCAS-
TED COFFEE, R{ CLASS 20 (U.S. CL. 46}
TRADEMARK

FIRST USE 4-22-2008¢ MMERCE 4-22-2004.

PRINCIPAL REGISTER '
THE MARK CONSISTS O ARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
: TICULAR FONT, $TYLE, §I OLOR.

SEC. 2(F). \’?
OWNER OF U.8. REG. NO. 3,778,736 ‘0

NQO CLAIM I8 MADE TO THE EXCLUSIVE g; HT TO USE "COFFEE", APART FROM THE

MARK AS SHOWN. °
SN 77-466,002, FILED 5-5-2008. OO
INGA ERVIN, EXAMINING ATTORNEY @

@ (ot S s

Q Dricector of the Unired Swies Pate amd Teademark Office

Q
Q N
Y
%

o
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mﬁ"tﬂj States of ngI‘ :

Wnitey States Patent andy Trademark Sffice

S

Sy
5

- MARLEY COFFEE

4

(F‘l'g\ -SIX HOPE ROAD MUSIC LIMITED (BAHAMAS A BAHAMAS INTERNATIONAL

Reg. No. 4,328,523
) NESS COMPANY)
Registered Apr, 34, 2013 19 NE HOLISE, CABLE BEACH
MNASSA MaS
Int. ClL: 31 *g .
FOR: UNPRO E?ED COFFEE, IN CLASS 31 (US. CLS. 1 AND 46).
TRADEMARK FIRST USE 4-&201@ COMMERCE 4-0-2010,
PRINCIPAL REGISTER

"o
.

@ i [ ——
o

S
63%
%

Q

THE MARK CONSISTS b 4 RD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, § OLOR.

SEC. %F). (?
OWNER OF U5, REG, NO, 3,778,736,

NO CLAIM IS MADETO THE EXCLUSIVE@I TO USE “COFFEE", APART FROM THE

MATRK AR SHOWHN. .

SN 77-466,111, FILED 5-5-2008. O

INGA ERVIN, EXAMINING ATTORNEY %

O

<

Q
S
l CQ(E?/%

O

0
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5
Q
@_gmitzb States of Anypy.s RN

Hnited States Patent and Travemark Office Q (?%

(MARLEY COFFEE
3

Q

Reg. No. 4,187,013 FIFTY-SIX HOPE ROAD MUSIC LIMITED (BAHAMAS A BAHAMAS INTERNATIONAL

) _ Q?guqmrqs COMPANTY)
Registered Aug. 7, 2012 RINE HOUSE, CABLE BRACH
HAMAS
Int. CL: 35 /}%
FOR: RE BRE SERVICES FEATURING COFFEE, TEA, HEVERAGEWARE, COFFER
MAKERS, COMFEE GRINDERS, AN ESPRISSO MAKERS, ANLY BEANS | [N CLASS. 35
SERVICE MARK (U5, CLS. 100) ?muz)
FRINCIPAL REGISTER FIRST USE 4-22:200 @o MLRC I 4-22-2008.
THE MARK CONSISTS aé\ ARD CHARACTERS WITHOUT CLAIM TO ANV PAR-
TICULAR FONT, STYLE, SIZE/QRICOLOR.

WO CLAIM TS MATYE TO T AR SINE TG 1O USE COFEELR", APARY FIOM TR
MARK AS SHOWN,

SN 77-466,142, FILELD 5-5-2008, O

INGA ERVIN, EXAMINING ATTORNEY [ ) O

S
63%
%

o

<
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5

Q
SR
b States of @
@ ‘t%nm States Patent and Trademark @f]fz}er (? (?%

MARLEY COFFEE OO 0)

Reg, No. 3,77%736 FIFTY-S0X HOE ROAD MUSIC LIMITED (BAHAMAS A BAHAMAS INTERNATIONAL
. TUSBINESS Cotay ANY)
Registered Apr, 20, 2010 AQUAMARINE HOUSE, CABLE BEACH
. N NA'@SAU DATIAMAS
Int. CL: 40 Q
{OR: COEFEE ROASTING AND PROCESSING, IN CLASS 40.{U.S. CLS. 100, 103 AND 106).
SERVICE MARK ST USE 4-22-2009; [N COMMERCE 4-22-2000,
PRINCIPAL REGISTER T CONSISTS OF STANDARD CHARACTHRS WITIIGUT CLAIM TO ANY PAR-

TiC INT, STYLE, STZF, OR COLOR.
.

NO CLATMIZ/AMADE TO TIE EXCLUSIVE RIGHT 70 USE "COFFTE", APART FROM T1IE
MARK AS SF 3‘?
SN.77466,174, TIL ;l@-l( 05,

INGA BRVIN, I:'XA'M‘N’H@T RNEY

S
63%
%

OOO)
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5
Q
%

W,

Iet: Cl: 43
Prior U.S. Cis.: 100 and 181 Reg. No. 3,612,800
United States Patent and Trodemark Office  Repistersd Apr. 28, 2009 ®
Carrected 0OG Dats Sep, 15, 2009 O
SERVICE MARK O
PRINCIPAL REGISTER @

é é MARLEY RESORT & 5PA
Q
@

FIFTY-50X Hoon  MUSIC LIM- SEC. 2E).
TTED mm&wuwuu
‘BUSTNESS COMPA

AQUAMANINE HOUSE BEACH FDR: HOTEL VICES, NAMELY
N&SSAUWAS SERVI‘NG FOOD #LND DRINKS A

THE RE, CONSISTS STAN- PROVIDING TEMPORARY ACCOMMO—
DARD CHARACTERS WITHC IM  DATIONS AND LUDGING, IN CLASS .4
TO aN{ OPgil‘lGTéCULAR FONT, E, (US CIS 100 AND 101}

OWNER OF L3, R.EG m Fl m @ FIRSI‘ USE 7-4.2008; N COMMERCE
snlfqnp 11:![6%{ % USE "R.ESORT & SPA j
APART FROM THE MARK AS SHOWN. NO. T6-664,815, FILED B 18-2006.

°

o

?

In testiaony whereof I havé hereunto sef my hand
and cmsed the seal of The Paremt and Trademark
() ] Office to be affixed on Sep. 13, 2009,

Q
63%?
%
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Q

‘tgh tﬂtﬂg of Qme ®63§>

Wnitel States Patent and Trabenark Gffice &

Reg. No. 4,044,256 F -sLx_ HOPE ROAD MUSIC LIMITED (BAHAMAS INTERMATIONAL BUSINESS
Registered Oct. 25, 2011 AquA}

NASSA
Int. Cl.: 11

FOR: LAMPS) \5‘5‘3 11 [U.5. CLS. 13,2].23.3]1 AND 34}
TRADEMARK FIRST USE 9-0-200

PRINCIPAL REGISTER OWNER OF U.S. REG. N@d 61, 3,692,024 AND OTHERS.

ESIGN OF TW( HERALDIC LIONS FACING FOR-
ITE_ PAW ON A FOIL. WHILE BOTH ARE HOLDING

OMMERCE 9-U-2009.

THE MARK CONSISTS OF ACHE
WARD, ONE OF WHICH [S RES
AN ORNATE SHIELD DEPICTIN R AND CROSS DESIGN BETWEEN THEM,
HAVING A BEJEWELED CROWN A E SHIELD, A RIBBON AND ADDITIONAL
ORNAMENTATSON BELOW THE SHIEL H THE WORDS "MARETT TSEHA! DAM"
[NSIDE THE RIBEON, AND THE WCORDS 'HOUSE OF MARLEY" CENTERED AT THE
BOTTOM OF THE DESIGN.

THE ENGLISH TRANSLATION OF "MARETT TSQ AM” IN THE MARK IS "LAND

-SUN BLOOD", @

SER. NO, 85-230,795: FILED 2. 1-2011.

DAVID COLLIER. EXAMINING ATTORNEY

“?2 (i 5 ppes

irePlor of Hhe Tsited Skucs Paein aed Trdowmek OfFive

Q
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5
pited States of Ame, 8y

Wnited Statex Patent and Traremark Sfice (? (?/L‘

Reg. No. 4,044,257 FIFTS1X HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS
o c Y
Registered Oct. 25, 2011 aguawy HOUSE, CABLE BEACH
NASSAU, AS
Int. Cl.: 14
: FOR; CLOCKS. § 14 (US. CLS. 2. 27, 28 AND 50).
TRADEMARK FIRSTUSE 12:0-200%: I{ COMMERCE 12-0-2009,
PRINCIPAL REGISTER CWNER OF U.S. REG. NOS& I, 3,692,924 AND OTHERS.

THE MARK CONSISTS GF A CR.
WARD, ONE OF WHICH IS RESTING
AN ORNATE SHIELD DEPICTING A

ESIGN OF TWO HERALDIC LIONS FACING FOR-
"SAAW ON A FOIL, WHILE BOTH ARE HOLDING
A ND CROSS DESIGN BETWEEN THEM,
HAVING A BEJEWELED CROWN ABOV SHIELD, A RIBBON AND ADDITIONAL
ORNAMENTATION BELOW THE SHIELD WiTH THE WORDS “MARETT TSEHAI DAM"
INSIDE THE RIBBON, AND THE WORDS "HOLISE OF MARLEY" CENTERED AT THE
BOTTOM OF THE DESIGN,

THE ENGL.ISH TR.*\NSLATION OF "MARETT TSEHA]@ " 14. THE MARK IS "LAND
SUN BLOOD",

SER. NO. 85-230,792, FILED 2-3-201 ).

DAVID.COLLIER, EXAMINING ATTORNEY

O?WTK‘W

L nrlh:l_qm:d Bt atend anad Tradena (N1RE
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Q

R %
anited States of Gy, rfj%

United States Patent and Trahemark Office

rs-f;fiﬁ’ffﬁ&’

Reg, No. 4,044,258 FIETYSIX HOPE ROAD MUSIC LIMITER{BAHAMAS INTERNATIONAL BUSINESS

- cEENY |
Registered Oct, 25, 2011 aqua %\Housm CABLE BEACH

NASSAU, MAS:
Int. CL.: 16
FOR: POSTERY CALENDARS, BLANK JOURNALS, NOTEBOOKS, FOLDERS, PENCIL
POUCHES, STIC._I(E%?AND TRON-ON TRANSFERS, TN CLASS 16 (U.S. CLS. 2. 5, 22. 23,
TRADEMARK 29, 37, 33 AND 50).

PRINCIPAL REGISTER FIRST USE 1-0-2010; IN CY §E 1-0-2020.
N

@.692.%4 AND OTHERS.

THE MARK CONSISTS OF A CREST OF TWG HERALDIC LIONS FACING FOR-
WARD, ONE OF WHICH IS RESTING ITS B N A FOIL, WHILE BOTH ARE HOLDING
AN ORNATE SHIELD DEPICTING A STAR/AND CROSS DESIGN BETWEEN THEM,
HAVING A BEJEWELED CROWN ABOVE THE, SHIELD. A RIBBON AND ADDITIONAL
ORNAMENTATION BELOW THE SHIELD WiTH @wonns “MARETT TSEHA] DAM"

OWNER OF U.3. REG. NOS. 2,

INSIDE THE RIBBON, AND THE WORDS "HOW! 2 LEY" CENTERED AT THE
BOTTOM QF THE DESIGN.

THE ENGLISH TRANSLATION OF "MARETT TSEHAI D@IN’ THE MARK IS "LAND
SUN BLOOD",

SER. NO. £5.230,794; FILED 2-1-2011.

DAVID COLLIER, EXAMINING ATTORNEY

Q S |
D Ty
N R,
%
U
O

Q



Case 4:15-mc-10010-JLK Document 1-5 Entered on FLgélgocket 02/23/2015 Page 36 of 42

Q

tates o %
mﬁﬂ,ﬁ“ é i gmer fﬁ?/p

Wniteh States Patent any Trabemark Office

M/
Reg. No. 4,044,259 FIEIY-S1X HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS
NY) .

Registered Oct. 25, 2011 Aqum £ HOUSE. CABLE REACH

NASSAUYRARAMAS :
Int. CL: 18

FOR; WALLET! ASS]E{US CLS. 1, 2.3, 22 AND 41).
TRADEMARK FIR&T USE 11-0-201 MERCE 11-40-2010,
PRINCIPAL REGISTER OWNER OF 1.8, REG. Ndéal 361, 3.692.924 AND OTHERS.

THE MARK CONSISTS OF A CRESFPESIGN OF TWO HERALDIC LIONS FACING FOR-
WARD, ONE OF WHICH IS RESTING/ 1T PAW ON A FOIL, WHILE BOTH ARE HOLDING
AN ORNATE SHIELD DEPICTING AND CROSS DESIGN BETWEEN THEM,
HAVING A BEJEWELED CROWN AROVE SHIELD, A RIBBON AND ADDITIONAL
ORNAMENTATION BELOW THE SHIELD\WITH THE WORDS "MARETT TSEHAT DAM™
INSIDE THE RIBECON. AND THE WORDS "HQUSE OF MARLEY" CENTERED AT THE
BOTTOM OF THE DESIGN,

THE ENGLISH TRANSLATION OF “MARETT TSEI b@ " I THE MARK 15 "LAND
SUN BLOOD".

SER. NQ. 85-230,793, FILED 2.1.2011.

DAVID COLLIER, EXAMINING ATTORNEY
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| Q
1o States of Apypp
“‘t Tnited SHtates Patent f_m_.h" Tralemark @g;lerlt(?\/%?%

0

?

Reg. No. 4,044,260 FIFDY-51X HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS
. . : COKIRANY)
Registered Oct. 25, 2011 sgua) HOUSE, CABLE BEACH
. NASSAU. BAS
Int. Cls.: 20 and 21 N _
FOR: PLASTIC AINS; MIRRORS, IN CLASS 20 (U5, CLS. 2, (3,22, 25, 12 AND 50).
TRADEMARK FIRST USE 11-0-2009; § &dERCE 11-0-2008,
PRINCIPAL REGISTER FOR: BEVERAGE GLASSY /BEVERAGE MUGS, [N CLASS 21-{U.5. CLS. 2, 13, 23,29,

30,33, 4D AND 500,
FIRST USE 1[-0-2008; 1N coumz‘fzﬁ 2005

OWNER OF U8, REG. NOS. 2,349,361, r'/@ AND QTHERS.

THE MARK CONSISTS OF A CREST DESIGN ®F TWO HERALDIC LIONS FACING FOR-
WARD, ONE OF WHICH 15 RESTING ITS PAW NG BAIL, WHILE-BOTH ARE HOLDING

AN ORNATE SHIELD DEPICTING A STAR AND DESIGMN BETWEEM THEM.
HAVING A BEJEWELEL CROWN ABOVE THE SHIELOLARIBBON AND ADDITIONAL.
CRNAMENTATION BELOW THE SHIELD WITH THE wo%:wm TSEHAI DAM"
_INSIDE THE RIBRON, AND THE WORDS "HOUSE OF MARLEY" CENTERED AT THE

BOTTOM OF THE DESIGH.

THE ENGLISH TRANSLATION OF "MARETT TSEHA! DAM" IN THE MARK 1§ "LAND
SUN BLOGD",

SER. NO, 85-230.796, FILED 2-1-2011.

DAVID COLLIER, EXAMINING ATTORNEY
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qited States of Qmel, %

&
Wnited States Patent and TWeademark Office ‘? (?/L‘

23 o2
Q &y
Reg. No. 4,044,261 FIFRYSIX HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS

NASSAU. MAS

Registered QOct. 25, 2011 AQUA&}‘IY)%E HOUSE, CABLE BEACH.

Int. CL: 24 ‘
FOR:BED QR g BLANKETS: FABRIC BANNERS, IN CLASS 24 (U.5. CLS, 42 AND
500

TRADEMARK
FIRST USE 1-0-2010; | 'RCE 1-D-2010.

PRINCIPAL REGISTER

OWNER OF [J.5. REG, NOS. ¥ 1,.3.692.924 AND OTHERS.
THE MARK CONSISTS OFA C _
WARD, ONE OF WHICH IS RESTIRN AW ON A FOIL; WHILE BOTH ARE HOLDING
AN ORNATE SHIELD DEPICTING A ND CROSS NESIGN BETWEEN THEM,
HAVING A BEIEWELED CROWN AROV  SHIELD. A RIBRON AND ADDITIONAL
ORNAMENTATION BELOW THE SHIELD WITH THE WORDS “MARETT TSEHA! DAM"
{NSIDE THE RIBBON, AND THE WORDS "HAUSE-QF MARLEY" CENTERED AT THE
BOTTOM-OF THE DESIGN. . @

%;N OF TW( HERALDIC LIONS FACING FOR:
P,

THE ENGLISH TRANSLATIGN OF "MARETT TSEHADEAM) IN THE MARK 15 "LAND
SUNELOOD",

SER. NO, 85-230,799, FILED 2-1-2011,

DAVID COLLIER, EXAMINING ATTORNEY
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S,

D

Reg. No. 4,044,262
Registered Oct. 25, 2011 aQuAk

- %
qited States of Qmel.fj@%

Hnite States Patent andy Trademark Pifice

Int. CL: 25

TRADEMARK
PRINCIPAL REGISTER

NN 2

af e United Sirtes Patool e Tadennirh Sies

Q
%

ﬁ%

Q

O

S

s

Ry

MGy

FRY.STX HOPE ROAD MUSIC LIMITE! (BAHAMAS (NTERNATIONAL BUSINESS
NY)

JNE HOUSE, CABLE BEACH

NASSAUBNAMAS

L4
FOR: CLO’I‘HB&. AMELY, SHIRTS, T-SHIRTS. TANK TOPS, BOARD SHORTS, AND
HOODED SHIRTS FROTWEAR; HEADWEAR: AND SELTS, IN CLASS 25 (US. CLS. 22

AND 3. ®

FIiRST USE [2-0-2009; N+ SRCE. 12-0-2009.

OWHNER OF U.8; REG, NOS. 2.7 _\;3?3.692,924 AND OFTHERS.

THE MARK CONSISTS OF A CRE iGN OF TWO HERALDIC LIONS FACING FOR-
WARD, ONE OF WHICH IS RESTING [T8 BAR, ON A FOIL, WHILE BOTH ARE HOLDING
AN DRNATE SIHIELD DEPICTING A AND CROSS DESIGN BETWEEM THEM,
HAVING A BEJEWELED CROWN {\BDVE THE SHIELD, A RIBBON aAND ADDITIONAL
ORNAMENTATION. BELOW THE SHIELD WIPH WORDS "MARETT TSEHAI DAM"

INSIDE THE RIBEON, AND THE WORDS "HOUSE ‘OF MARLEY” CENTERED AT THE
BOTTOM OF THE DESIGN.

THE ENGLISH TRANSLATION OF "MARETT TSEHAT @' IN THE MARK IS "LAND
SUN BLOCD". : '

SER. NO. £5-230,800, FILED 2-1-2011.

DAVID COLLIER, EXAMINING ATTORNEY
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Enited Stateg iBamtt andy Travemark Gifice ‘? %

I\L QijY
Reg No. 4 044 263 Fi IX HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL RUSINESS
¥)
Registered Oct. 25, 2011 AQUA%HOUSE , CABLE BEACH
NASSAL MAS
Int. Cl.: 26

FOR: ORNAME @ovsw‘r BUTTONS, [N CLASS 26 (US. CLS. 37. 39, 40, 42 AND

30.

TRADEMARK @
FIRST USE3-0-2010; IN

OWNER OF U5, REG. NOS. 234@1 3,602,924 AND-OTHERS.

GN OF TWO0 HERALDIC LIONS FACING FOR-
¢ ON-A FOIL, WHILE BOTH ARE HULDING.
AN DRNATE' SHIELD DEPICTING A STAK AND CROSS DESEGN BETWEEN THEM.
HAVING A BEJEWELED CROWN- ABOVE ‘FHE SHIELD, A RIBEDN AND ADDITIONAL
ORNAMENTATION SELOW THE SHIELD WITY THE WORDS "MARETT TSEHAI DAM"
INSIDE THE RIBBON. AND THE WORDS "HOUSE OF MARLEY" CENTERED AT THE
BOTTOM OF THE DESIGN,

[ERCE 8-0-2010.
PRINCIPAL REGISTER

THE MARK CONSISTS OF A CREST,
WARD, ONE OF WHICH I3 RESTING

THE ENGLISH TRANSLATION OF "MARETT TSEHAL D@N THE MARK [§ "LAND
SUN BLOOD", .

SER. NQ, 85-230.80}, FILEL 2-1-2011.

DAVID COLLIER. EXAMINING ATTORNEY
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witol Dtates of Auypn, ©
| mﬂ‘t?ﬂm&b States Patent anb Tralemarh @fﬂl{eterlt(?\/%?%

0

?

Q MRy

Reg. No. 4,044,264 FIRTY)SIX HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS
. 1Y)

Registered Oct, 25, 2011 Aqum IE HOUSE, CABLE BEACH
NASSAU.%M&S

Int. CL: 28 .
FOR: [IGSAW . PUZZLE CUBES. AND SNOWBQARDS, IN CLASS 28 (U.5. CLS.
2223, 38 AND 503

TRADEMARK @
FIRST USE10:0-2009: 1 ERCE 10-0-200%.

FPRINCIPAL REGISTER

OWNER OF U.S. REG, NOS. 2.@] 3,692,924 AND OTHERS.

WARD. ONE OF WHICH 1S RESTING ON A FOIL, WHILE BOTH ARE HOLDING
AN ORMNATE SHIELD DEPICTING A ND CROSS DESIGN BETWEEN THEM.
HAVING A BEJEWELED CROWN ABOVETHE SHIELD, A RIBBOMN AND ADDITIONAL
ORNAMENTATION BELOW THE SHIELD WIT[ THE WORDS "MARETT TSEHA] DAM"
INSIDE THE RIBBON. AND THE WORDS "HOUSE"QF MARLEY" CENTERED AT THE
BOTTOM OF THE DESIGN,

THE MARK CONSISTS OF A CRESTYAESIGN OF TWO HERALDIC LIONS FACING FOR-
%S E :

THE EMNGLISH TRANSLATION OF "MARETT TSEHAL SIN THE MARK 18 "LAND
SUN BLOOD".

SER. NO. 85-230.802, FILED 2-1-2011.

DAVID COLLIER, EXAMINING ATTORNEY

Y
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nited States of ey o
Wniteh States Patent antt Trabemark Gffice (? ‘? %

0

?

Reg. No. 4,044,265 F@-sm HOPE ROAD MUSIC LIMITED (BAHAMAS INTERNATIONAL BUSINESS
. ANY) ’
Registered Oct. 25, 2011 AQUAMARINE HOUSE. CABLE BEACH
NASSA AMAS
hltc Clc: 34 4 .
Fon;.ucamg? FOR SMOKERS. [N CLASS 34 (U.S. CLS. 2.8.9 AND 17).
TRADEMARK FIRST USE 9-0-2@

§DMMERCE §.0-2010.
PRINCIPAL REGISTER OWNER OF U.S. REG. .0@4 36, 1,602,924 AND OTHERS.

STRDESIGN OF TWO HERALDIC LIONS FACING FOR-
TS PAW ON A FOIL, WHILE BOTH ARE HOLDING
R AND CROSS DESIGN BETWEEN THEM,
{E SHIELD, A RIBBON AND ADDITIONAL
ﬁ'&l THE WORDS "MARETT TSEHAL DAM”

0

USE OF MARLEY" CENTERED AT THE

THE MARK CONSISTS OF A

WARD, ONE OF WHICH 15 RES
AN ORNATE SHIELD DEPICTIN
HAVING A BEIEWELED CROWN A
ORNAMENTATION RELOW THE SHI
INSIDE THE RIBBON, AND THE WGRD!
BOTTOM OF THE DESIGN, °

THE ENGLISH TRANSLATION OF "MARETT ng—} AM" IN THE MARK 18 "LAND

SUN BLODD". @
SER. NO. 85-230.803; FILED 2-1-201},

DAVID.COLLIER, EXAMINING ATTORNEY
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@roduct protection; (d) any other applicable privilege or protection under federal or state law; (e)

Q

IN THE UNITED STATES PATENT AND TRADEMARK OF \?‘
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD O
N

%
Do@:&go. 29WG-192069

Case 4:15-mc-10010-JLK Document 1-6 Entered on FLéD@ocket 02/23/2015 Page 1 of 10

In re Maiter of Application No. 85/760,798

S
or the mark: G ’ . o ¥ fb
Jor the mark: GNARLY MARLEY'S Opposition No. 91-212582 (ﬁ

X%

OPPOSER FIFTY-SIX HOPE ROAD <

Fifty-Six Hope Road Music Limited,

MUSIC LIMITED’S PRETRIAL

Opposer, DISCLOSURES

V.

Sandal Factory, Inc.,

plicans 3
pplicant. <)

\V
Pursuant to 37 C.F.R. §§ %@(e), 2.123(e)(3), TMBP § 702.01, and Federal Rule of
et o % @ hd H H . i b3 ]
Civil Procedure (“FRCP”) 26(a)(3), Opp@' Folﬂy-SD{ Hope Road Music Limited (“Opposer”)
hereby makes the following pretrial disclosureé?) Applicant Sandal Factory, Inc. (*Applicant™).

L. RESERVATIONS @

In making these disclosures, Opposer does not inﬁ?%represent affirmatively or
otherwise concede that the categories of documents identiﬁedQein are, in fact, relevant to the
.
issues in this matter or that any individuals identified necessarily ha@é-’bscoverable information
relevant to factual issues. Opposer’s pretrial disclosures are made witho‘lﬁvaiver of, or
prejudice to, any objections that Opposer may have. Opposer expressly reserves all such

objections, including but not limited to: (a) relevance; (b) attorney-client privilege; (¢} work-

und@-}rden; (f) materiality; (g) overbreadth; (h) the admissibility in evidence of these initial
disclosuf{s)@the subject matter thereof; (i) proprietary and contidential business information,
financial data,%ade secrets that belong either to Opposer or to individuals and entities with

whom Opposer cond§@% has conducted, business; and (j) documents containing information

o

<
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S

disclosed or transmitted to any state or federal agency, to the extent such@f ation is

confidential and not required to be disclosed under applicable law. All objectio%\s(ufe expressly

preserved, as are Opposer’s rights to move for entry of a protective order. O@

Furthermore, Opposer makes these disclosures based upon information reasonably
available at this time. Opposer has not completed preparation for its testimony period. (ﬁ%
Additionally, as described fully in Applicant’s Motion to Extend Time (Dkt. No, 9), Applicant o

has not fully or timely complied with its discovery obligations including, but not limited, failing
to provide responses to document requests—responses that have still not been provided as of the
date of filing. Accordingyﬁlese disclosures are provided without prejudice to Opposer’s right
to introduce during its testimor@@pﬁod any evidence that is subsequently discovered. Further,
because of Applicant’s discovery fai?u@, Opposer is going to file a motion to compel before the
first testimony period opens. Opposer resew{é; the right to clarity, amend, modify, or
supplement the information contained in these in@@sclosures in accordance with the TBMP,

the FRCP, and the Trademark Rules of Practice.

II.  WITNESSES %

Opposer is aware of the following persons likely to be calfectdyring its testimony period.
All employees of, or others associated with, Opposer identified below Q@gje contacted through
counsel, Sheppard Mullin Richter & Hampton LLP, Attn: Jill Pietrini, 1901 Avenue of the Stars,

Suite 1600, Los Angeles, CA 90067-6017, Phone: (310) 228-3723.

()

®® Opposer’s Witnesses Applicant’s Witness
Cot@\?"White: Applicant’s FRCP 30(b)(6) Witness(es)
Subject n@er: Licensing of Opposer’s ' Subject matter: All admissions or denials of
trademarks,@a of products and services Opposer’s allegations in its Notice of
offered under @

poser’s trademarks, marketing Opposition, all of Applicant’s affirmative
of Opposer’s proﬁ%?and services bearing its  defenses, Applicant’s discovery responses,
trademarks, fame o arley, association documents produced by Applicant, Applicant’s

O o

o

<
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Opposer’s Witnesses Applicant?}’(‘g‘ ness
\J

of Bob Marley with the term “Marley,” date of - attempt to register the mark \?R
first use of certain of Opposer’s trademarks, - MARLEY’S with the PTO, App
customers for products and services bearing selection and adoption of the GNA 3@@
Opposer’s trademarks, and channels of irade - MARLEY’S mark, Applicant’s searc
and commerce in which Opposer’s preducts (if any) for the GNARLY MARLEY"’ S m
and services bearing its trademarks move. . Applicant’s first use of the GNARLY
' MARLEY’S mark, Applicant’s knowledge of &
Opposer’s trademarks, Applicant’s knowledge O
of Bob Marley’s and Opposer’s association o
with the term “Marley,” intent to trade on
Opposer’s goodwill and other indicia of
willfulness of Applicant’s conduct, Applicant’s
. offering of the services listed in Applicant’s
<( - application, Applicant’s marketing,
(§ . advertisement and promotion of the goods and
® - services listed in Applicant’s application,
&% Applicant’s sales of the goods and services
@ listed in Applicant’s application, and
& Applicant’s other applications for registration,
if any, of trademarks identical or similar to, or
including, MARLEY.

L4

Michael Conley O awn Tolle |
Subject matter: Sale and channels of trade for S atter: All admissions or denials of

~ certain of Opposer’s licensed products and ' Oppl{gn atlegations in its Notice of
" customers therefor. - Oppositi %ﬁl of Applicant’s atfirmative
~ defenses, ant’s discovery responses,

~ documents produced by Applicant, Applicant’s
attempt to register the mark GNARLY
MARLEY’S with TO, Applicant’s
selection and adoptiom@Pthe GNARLY
MARLEY’S mark, Applfcant’s search report
(if any) for the GNARLY MARLEY’S mark,
Applicant’s first use of the GNARLY
MARLEY’S mark, Applicant’s knowledge of

- Opposer’s trademarks, Applicant’s knowledge

() of Bob Marley’s and Opposer’s association

with the term “Marley,” intent to trade on
\Y Opposer’s goodwill and other indicia of
@ \8' willfulness of Applicant’s conduct, Applicant’s
O offering of the services listed in Applicant’s
® application, Applicant’s marketing,
@ advertisement and promotion of the goods and
(? services listed in Applicant’s application,

ﬁ Applicant’s sales of the goods and services
0 listed in Applicant’s application, and

-3-
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Opposer’s Witnesses

- Applicant’s Othér'zippli.cation {op tegistration,
if any, of trademarks identical or similar to, or
including, MARLEY.

Doreen Crujeiras John Cioffi %y

Bob Marlev Music, Inc.

Subject matter: All admissions or denials 0
. Subject matter. Types of products and services Opposer’s allegations in its Notice of

offered under Opposer’s trademarks, revenue  Opposition, all of Applicant’s atfirmative O
earned from the use of Opposer’s trademarks,  defenses, Applicant’s discovery responses, o
promotion of products and services documents produced by Applicant, Applicant’s .
under Opposer’s trademarks, fame of attempt to register the mark GNARLY

Opposer’s trademarks, Opposer’s dates of first MARLEY’S with the PTO, Applicant’s

use of its trademarks, fame of Bob Mariey, selection and adoption of the GNARLY

Opposer’s rights in Bob Mdriey’s personaand  MARLEY’S mark, Applicant’s search report
1dentity, Opposer’s owne l}ﬁof Bob Marley’s (if any) for the GNARLY MARLEY’S mark,’
rks¢

right of publicity, tradema persona - Applicant’s first use of the GNARLY
rights and use of Opposer’s tra Q’@kks on ' MARLEY’S mark, Applicant’s knowledge of
~ goods and in conjunction with sewi@. - Opposer’s trademarks, Applicant’s knowledge
& - of Bob Marley’s and Opposer’s association

@ , . with the term “Marley,” intent to trade on
Opposer’s goodwill and other indicia of
O willfulness of Applicant’s conduct, Applicant’s
fering of the services listed in Applicant’s
application, Applicant’s marketing,
advé%é ent and promotion of the goods and
' s.ervicvf:g?l in Applicant’s application,
Applicant %:?s of the goods and services
listed in Applréant’s application, and
Applicant’s othdr applications for registration,
if any, of trademarks/identical or similar to, or
including, MARLEY.

' Tom Benneit | | " FRCP 30(b)(6) Witness(es) For TELS Team
Bravado International Group Florida Sportswear

1755 Broadway, 2" Floor Subject matter: Manufacture and production of
Q New York, NY 10019 goods bearing or sold under the GNARLY

() ubject marter: Sale and channels of trade for MARLEY’S Mark

§e ain of Opposer’s licensed products and

%ers therefor. | | o
\8' ' Rose Parks
\/\) Sunkissed Enterprises Inc.
®@ Subject matter. Conception and design of
\,5) goods bearing or sold under the GNARLY
MARLEY’S Mark

W,

o

<
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s

IIl. DOCUMENTS @\2‘

The tollowing categories of documents and things are, or will be, in Oppose}/’?@tody,

control, or possession and may be used by Opposer to support its claims in this action, (E?

5

®@ se agreements relating to Bob Marley
Pﬁ@

Opposer’s registrations for BOB MARLEY, BOB MARLEY AND THE

WAILERS, MARLEY, MARLEY RESORT & SPA, M MARLEY & Design, O
MARLEY COFFEE, HOUSE OF MARLEY MARETT TSEHAI & Design, and o
other marks derived from the name and legacy of Bob Marley

Documents from <www.uspto.gov> regarding Opposer’s trademarks

Website pages from <bobmarley.com> and other websites owned or operated by
it

Opposer ofts ticensees

Photographs of® er’'s products bearing Opposer’s trademarks and
promotions/advert &nts reflecting and products offered in conjunction with
services offered unde oser’s trademarks

Photographs of hangtags ﬁqlzl?bels showing use of Opposer’s trademarks by
Opposer and its licensees O

Promotional materials showing us@@pposer’s trademarks

Unsolicited media attention and art-icles(g Opposer’s trademarks and Bob
Marley

Documents relating to and evidencing the fame ?ob Marley
Correspondence between Applicant and Opposer OO

Internet printouts related to Applicant and the GNARLY RLEY’S Mark
Photographs of Applicant’s products bearing the GNARLY MARLEY’S Mark

Photographs of Applicant’s services bearing and/or provided under the GNARLY
MARLEY’S Mark

Catalog pages showing use of the MARLEY Marks

Chain of title chart summarizing transactions relating to acquisition of rights in
Bob Marley

i \%ters relating to Bob Marley’s trademarks, identify and persona

O s

o
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Q

. Inductjon into Rock and Roll Hall of Fame % S

. Grammy Lifetime Achievement Award @ \8‘

° Star on Hollywood Walk of Fame O®

' Induction into U.K. Music Hall of Fame @(?

. RIAA r\rtist of the Century Award for Legend (1999) ﬁ&

. Legend named “Album of the Century” by Time magazine (1999)

] “One f,i,ove” named “Song of the Millennium” by BBC (2008) OO

. MSNBC’s 10 Best Rock Bands Ever. @

. Rolling Staxe 500 Greatest Albums of All Time — Legend (Ne 46), Catch a Fire
(Ne 123), %gs {Ne 169), Natty Dread (No 182), Bumnin’ (Ne 319) (2003)

. Rolling Stone 1@@:&1’[%‘[ Artists of All Time (“The Immortals”) — Bob Marley
(Ne 11) (2004) @

. Rolling Stone 500 Great ngs of All Time —“No Woman No Cry” (Ne 37),
“Redemption Song” (Ne 6 @et Up Stand Up” (Ne 296), “I Shot the Sherift” (Ne
443) (2004)

. Rolling Stone 100 Greatest Smgers 11 Time — Bob Marley (Ne 19) (2008)

. VHI1’s| 100 Greatest Artists in Rock & R

° VH1’s/ 100 Best Rock Albums

. VHI’s Top 100 Rock Songs * O

. 0 magazine’s 100 Greatest Musical Stars of the 20th Cem@

b () Awards — Best Reissue/Compilation — Songs of Freedom (1992)

) MOB( award - Posthumous Achievement (2003)

() L) Grammy Hall of Fame inductee.— Catch a Fire (album) (2010)

Grammy Hall of Fame inductee — “One Love” (single) (2007)

\é\g ’ Grammy Hall of Fame inductee — Exodus _(aibum) (2006)

L ® jrammy Hall of Fame inductee — “No Woman No Cry” (single) (2005)
%@n}y Hall of Fame inductee — “Get up Stand Up” (single) (1999)

<<
. Gramﬁv%lination - The Bob Marley Story — 2002
-6-
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S

L4 Rolling Srore cover story “The Life and Times of Bob M%@How He Changed
Our World Forever” @

. Recording Industry Association of America’s [RIAA] Gold & Pla\ﬁ) }3'1
certifications

RS
o RIAA Diamond Award (?

. RIAA’S current Top Selling Artists list and Artists with the Most Gold, Platm@
and Multi-Platinum (Diamond) Albums as of April 2010 list

. Billboard recent charting for Bob Marley including debut of B is for Bob at Ne 1
on Top Kids Audio chart and Top Reggae Albums chart and Ne 77 on Top 200
Albums chart (2009)

° Preservation of Burnin’ in U.S. Library of Congress
. Peace Meda«lé" the Third World
. Jamaican Order o(b?érlt award

. Church Ave, in Brooklgﬁ%o—named Bob Marley Boulevard

. London home honored wi rltage plaque for Bob Marley
. Jamaica home protected natlon(? nyment
. Bob Marley gold and silver coins issu Bank of Jamaica

. Bob Marley statue in Serbia (57\0

. UWTI (University of West Indies) Bob Marley Award

o Petition for National Hero status O
. Bob Marley Tribute to Freedom at Universal Citywalk @

. Bob Marley Day

. One Love Peace Concert

@ . Press/publicity re Bob Marley

@ . Wikipedia entries relating to Bob Marley
'O Books about Bob Marley (Barnes & Noble search results)

r of CD — studio recording — released 1965 — The Wailing Wailers by Bob
M%and the Wailers [Studio One]

7
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Cover of CD ~ studio recording — released 1970 — Sow/ Re@%}gy Bob Marley and
the Wailers [Upsetter/Trojan] @

Cover of CD — studio recording — released 1971 — Soul Revofurion\‘gz/gob Marley
and the Wailers [Upsetter/Trojan] ®

Cover of CD — studio recording — released 1971 — Sou! Revolution Part H%b
Marley and the Wailers [Upsetter/Trojan]

Cover of CD - studio recording — released 1973 — Catch a Fire by Bob Marley %
and the Wailers {Island/Tutf Gong]

Cover of CD — studio recording — released 1973 — Burnin’ by Bob Marley and the
Walilers [Island/Tuff Gong]

Cover of CD — studio recording — released 1973 — African Herbsman' by Bob
Marley an Wailers {Upsetter/Trojan]

Cover of CD ~ §Rdig recording ~ released 1974 — Rasta Revolution by Bob
Marley and the Whildrs [Upsetter/Trojan]

Cover of CD — studio reéprding — released 1974 — Natty Dread by Bob Marley
and the Watlers [Island/ ongj

Cover of CD - studio recording/;relcased 1976 — Rastaman Vibration by Bob
Marley and the Wailers [IslandfTL@ ngj

Cover of CD - studio recording — relea@ 7'? Exodus by Bob Marley and the
Wailers {Island/Tuff Gong]

Cover of CD - studio recording — released 197@Kaya by Bob Marley and the
Wailers {Island/Tuff Gong] J

Cover of CD - studio recording — released 1979 - Surv@\}gy Bob Marley and
the Wailers [Island/Tuft Gong]

Cover of CD - studio recording — released 1980 — Uprising by Bob Marley and
the Wailers [Island/Tuff Gong]

Cover of CD — studio recording — released 1983 — Confrontation by Bob Marley
and the Wailers {Island/Tuff Gong]

Cover of CD - compilation - released 1984 — Legend by Bob Marley and the
Watlers [Island/Tuff Gong]

ers {Island/Tuff Gong]

g ver of CD — compilation - released 1986 — Rebel Music by Bob Marley and the

CD — compilation - released 2001 — One Love: The Very Best of Bob
Marley% ¢ Wailers by Bob Marley and the Wailers [Island/Tuff Gong]

8-
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. Awards and accomplishments of Bob Marley @ S
. Social networking sites relating to Bob Marley @ \8'
. Letters Probate for Bob Marley in 1981 and chain of title documents

. Documents and things produced by Opposer in this action

° Online materials related to Opposer.

F@ectfully submitted O
Dated: July 11,2014 ‘/b

Jill M. Pietrini

. Documents and things produced by Applicant in this action. %
[ ]

<( Paul A. Bost
\6 Benjamin O. Aigboboh
SHEPPARD MULLIN RICHTER &
®() HAMPTON LLP
1901 Avenue of the Stars, Suite 1600

Los Angeles, California 90067-6017
¥, Telephone: (310)228-3700
Facsimile: (310)228-3701

Aq?meys Jfor Opposer

Fi t@%ﬁope Road Music Limited

2
¢
%
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CERTIFICATE OF SERVICE @ S

I hereby certify that OPPOSER FIFTY-SIX HOPE ROAD M \g LIMITED’S
PRETRIAL DISCLOSURES is being deposited with the United States Postal ice, postage
prepaid, first class mail, in an envelope addressed to:

Malloy & Malloy, P.L.
2800 S.W. 3™ Avenue
Miami, Florida 33129

Q
Francisco J. Ferreiro @(? (?
73

on this 1 1th day of July, 2014. OO

SMRH:426872816.1 ()

-10-
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UNITED STATES@ NT AND TRADEMARK OFFICE
Trademark Trial an eal Board

P.O. Box 1451 .

Alexandria, VA 2231 3-146%
General Contact Number: 579-272-8500

Mailed: January 27, 2015 %
Opposition No. 91212582 %

Fifty-Six Hope Road Music Limited N

v. OO

P

Sandal Factory, Inc.

M. Catherine Faint, (_
Interlocutory Attorne

On January 21, 2015 th \?ard held a telephone conference involving Paul
A. Bost, Atty., counsel for opposer,@@-sm Hope Road Music Limited, and
Francisco J. Ferreiro, Atty., counsel for ap@c nt, Sandal Factory, Inc.! Before
the Board was opposer’s fully-briefed motion, A%\Tovember 28, 2014, to extend

its trial period and to require applicant to provide a'ddégsses for its officers

%

The Board carefully considered the arguments raised by counsel for both

named 1n its initial disclosures.

parties, as well as the supporting correspondence and the record of this case, in
% coming to a determination regarding the above matters. During the telephone
@or}ference, the Board made the following findings and determinations.

O As last reset by the Board, opposer’s testimony period was set to close on

J anuar‘@ 2015. Opposer seeks to extend its testimony period due to the

Y
1 The reiterate(g parties that Board proceedings may not be recorded.

“o
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Q

Opposition No. 91212582 ®

2

extension of, and consequent re-setting of dates, in an unrelabéd trial in the
United States District Court for the Central District of Californiég %poser also
seeks to take the testimonial depositions of two of applicant’s officers,%ioffi
and Mr. Tolley, and the only address provided for them in applicant’s initia
disclosures was the address of applicant’s counsel, which may not be sufficient fo@
.

service of a subpoena. Applicant’s counsel argues that opposer made no attempt OO
to depose the officers during discovery, and that counsel cannot accept ex parte \/b
subpoenas on be@\l/%)f the officers.

In reply, 0ppos®(9}(\)unsel provided an update on the unrelated litigation,
and the change in schedu@&that case, and asked that all trial dates in this
Board proceeding be extended@@’o days.

The Board heard additional ar%nt from counsel for both sides during
the teleconference. ’(? (?
Motion to Extend Time %

The standard for extending time under Fed. R@,V P. 6(b) 1s “good
cause.” A motion to extend must set forth with particulari«@the facts said to
constitute good cause for the requested extension; and a party moving to

extend time must demonstrate that the requested extension of time is not

necessitated by the party’s own lack of diligence or unreasonable delay in

@ak,ing the required action during the time previously allotted therefor. See

TB‘@@ 509.01(a) (2014). Ordinarily, the Board is liberal in granting
extensio time before the period to act has elapsed, so long as the moving
® O 2
O

<
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2

party has not been guilty of negligence or bad faith and the ilege of
extensions 1s not abused. American Vitamin Products, Inc. v. Do‘oJBE nds
Inc., 22 USPQ2d 1316 (TTAB 1992). A request for an extension of tim%sed
on the press of other litigation should set forth sufficient detail to warrant
73
finding of good cause. Societa Per Azioni Chianti Ruffino Esportazione O
Vinicola Toscana v. Colli Spolentini Spoletoducali SCRL, 59 USPQ2d 1383, ) OO
1384 (TTAB 2001) (“Opposer’s counsel, in his declaration, has set forth the \/b
facts relating to Efs \/gther litigation matters in sufficient detail to warrant a
finding that good cau@ (e>i\sts for at least a limited extension of opposer’s
testimony period”). @ N
Here, the Board finds oﬁ%g?ér’s counsel has set forth sufficient detail to
grant an extension of time, and the finds good cause to grant the
extension. In view thereof, opposer’s moti@?extend time is granted,
however the Board will set the dates for trial éd@ter date as noted below.
Scheduling of Testimonial Depositions * O
The party wishing to take the testimonial depositio@f an unwilling
witness, must secure the attendance of that witness by subpoena. See Galaxy
Metal Gear Inc. v. Direct Access Tech. Inc., 91 USPQ2d 1859, 1862 (TTAB
@ 2009). The subpoena must be issued, according to 35 U.S.C. § 24 and Fed. R.
@i\g. P. 45, from the United States district court in the federal judicial district

Wh@@he witness resides or is regularly employed, thus the address of the
witness@i/pportant to the issuance of a subpoena. Enforcement of the
® O 3
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subpoena is a matter that is wholly before the United States8istrict court
that issues the subpoena. See, e.g., PRD Elec. Inc. v. Pacific Rolkg ge Co.,

169 USPQ 318, 319 n.2 (TTAB 1971) (allegation that party defied sub%

to produce witnesses is matter to be pursued before court that issued (%
subpoena). O
[ ]
Nonetheless, a party is under a continuing duty to supplement its OO
disclosure and discovery responses. Fed. R. Civ. P. 26(e)(1) and (2), and the \/b

Board may order@ supplementation. See Byer California v. Clothing for
Modern Times Ltd.,9@l§Q2d 1175, 1179 (TTAB 2010) (party ordered to
serve revised pretrial discﬁ?sg{es).

During the teleconferen@,\(z)f)plicant provided the following as the

address for Mr. Cioffi, Mr. Tolley and%ial Factory, Inc.:

102411 Overseas Hwy. ’(%?

Key Largo, FL. 33037 0

The Board expects matters before it to prerid in an orderly and
expeditious manner. At this juncture in this case, the(l;@d finds this can
best be served by a short suspension while the parties cooperate in setting
dates for any testimonial depositions that may be scheduled, and to allow
() opposer time in which to secure subpoenas from the United States district

§y, court. In view thereof, this proceeding is suspended for 30 days to allow

t\k?%rderly scheduling of testimonial depositions.2 At the end of that period,

PaN

2 The te%ial depositions should not occur during this suspension. The
suspension igs@lely to allow counsel to cooperate in scheduling dates for the
testimonial depg9itions.

. 4
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2

or earlier, opposer will contact the Interlocutory Attorney a 1) 272-9274

to set a teleconference for resuming proceedings and setting the tﬁ%

schedule. Q
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